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From Intellectual Property to Standards- Legal Issues of the Standard
Setting

Jerry G. Fong®

Abstract

Ever since the standard setting organizations (SSOs) permit patents can be
incorporated into standards, the link between standards and intellectual property has
become more complex and controversial. In practice, the focus now has shifted from
acquiring patents to controlling standards, resulting many conflicts between different
interest parties. We will start by introducing the patent hold-up and royalty stacking
issues along with other derivative ones. Second, we will use Rambus and Qualcomm
cases to analyze antitrust problems. The newly enforced Chinese Antimonopoly Law
will also be included in this category to draw forth a more detailed understanding of
the attitude of Chinese government towards standard setting. We then continue to
discuss the huge impact of standard setting on international trade. Since the World
Trade Organization (WTO) has a policy that historically encourages its member states
to adopt existing international standards as national standards, Taiwan, as a member
state, is legally obligated to follow all its rules. Therefore, it is equally important for
us to introduce the practice of WTO to help Taiwanese government and companies to

get familiar with it in order to push our industrial development farther.

Amid the hyper-competitive global environment, Taiwanese government and business
not only shall pay special attention to the strategic use and the critical impacts of
standard setting but also the relevant legal issues. For this purpose, in the end of this
research project, we will propose several strategic solutions to deal with the present
challenges faced by Taiwanese government and business. By doing so, we hope this
project will be able to help local industries in realizing the importance of standards
setting, to promote the participation of standards setting process, and, if possible, to
control the relevant industry standards.

Key words: standard setting, SSOs, hold-up, royalty stacking, patent trolls, injunction,

royalty rates, Rambus, Qualcomm, TBT

* Professor of Law, National Chengchi University. J.D., Cornell University.
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6 Damien Geradin, Anne Layne-Farrar & A. Jorge Padilla, The Complements Problem within Standard
Setting: Assessing the Evidence on Royalty Stacking, 14 B.U. J. Sc1. & TECH. L., Summer 2008, at
22-23, available at http://ssrn.com/abstract=949599 (last visited Dec. 9, 2008).

5 TIntel Corp. v. U.S. Int'l Trade Comm'n, 946 F.2d 821, 824 (Fed. Cir. 1991)
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5 Intel Corp. v. ULSI Sys. Tech. Inc., 995 F.2d 1566, 1567 (Fed. Cir. 1993).

5% Dan Callaway, Note, Patent Incentives in the Semiconductor Industry, 4 Hastings Bus. L.J. 135
(2008).

67 See id.

6% Shapiro, supra note 49.
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0 See id.
"' Mark D. Janis, Second Tier Patent Protection, 40 HvVILJ 151, 202 (1999).
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See id.
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> Shapiro, supra note 68, Technical Appendix.
™ Steven C. Carson, Patent Pools and the Antitrust Dilemma, 16 YALE J. on REG. 359, 388 (1999).
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BARE A U EREA S L ERER S A SRR §3FEF R
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* ' (General Electric Co.) 44t * 3% 2 & & JlH ot 4 2 endgie > ')
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7 Seeid.
70 See id.
7 Sheila F. Anthony, Antitrust and Intellectual Property Law: From Adversaries To Partners (2000),

available at http://www.ftc.gov/speeches/other/aipla.shtm#2.%20Summit (last visited Dec. 5, 2008).
7 United States v. General Electric Co., 272 U.S. 476, 490 (1926).
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 Seeid.

% See IP Guideline §4.1.2.

% Seeid.

Anthony, supra note 77.

% Adam Hemlock & Jennifer Wu, U.S. Antitrust Implications of Patent Licensing, 52-JUN FEb. L. 39,
at 39 (2005).

% Seeid.
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% Mark Heinzl & Amol Sharma, Getting the Message: RIM to Pay NTP $612.5 Million to Settle
BlackBerry Patent Suit, WALL ST. J., Mar. 4, 2006, at A1.
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statement of a material fact or to omit to state a material fact necessary ...in connection with the

purchase or sale of any security).

160 Lemley & Shapiro, supra note 37, at 2022-2023.
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19 See Rochelle Dreyfuss, The Federal Circuit: A Case Study in Specialized Courts, 64 N.Y.U. L. Rev.
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Organizational Member £ 3% = J Nati(_n?lity A,fﬁliation
Rk b
Association of Radio Industries and
Businesses (U1 5 # ¢ ) Japan 3GPP and 3GPP2
Alliance for Telecommunication Industry United States 3GPP
Solutions (& 7 1 ¥£f34 > WP )
China Communications Standards China 3GPP and 3GPP2
Association (¥ i AREL € )
European Telecommunication Standards Europe 3GPP
Institute (T T G HRER € )
Telecommunications Industry Association )
- e North America 3GPP2
ThR1IERE)
Telecommunications Technology Korea 3GPP and 3GPP?
Association ( T 5 H s € )
Telecommunication Technology
Committee Japan 3GPP and 3GPP2
(LRHMELR €)

107 i b 3GPP2 F{ AE! > http://www.3gpp2.org/ °

1% Goodman & Myers, supra note 129, at 2.

199 "ESSENTIAL" as applied to IPR means that it is not possible on technical (but not commercial)
grounds, taking into account normal technical practice and the state of the art generally available at the
time of standardization, to make, sell, lease, otherwise dispose of, repair, use or operate EQUIPMENT
or METHODS which comply with a STANDARD without infringing that IPR. See ETSI Rules of
Procedure, 15(6), at 6 (2008), http://www.etsi.org/WebSite/document/L.egal/ETSI_IPR-Policy.pdf.
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24w kgom 23GPPE3GPP2Y > BEAENM B JI9TF B A A 0t B

Matsushita 11
Interdigital 1
Hitachi 13
Fujitsu 14

Mitsubishi 15

Siemens 15

22 'NTTQ,C 279

Ericsson

129

Bl 1 3GPP & fl4f & 2 & i1t b

17 Goodman & Myers, supra note 129, at 2 o
7 See id.

172 See id.

' Goodman & Myers, supra note 129, at 4.
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4L kR ¢ David J. Goodman & Robert A. Myers, 3G Cellular Standards and Patents, p.5 (2005) .

JF R L b abersl hn i {IR 1 3GPP# 16,8721 % ﬁl | £
73218 & ] 725 > ¥23GPP2¥7F 19241 & | £ 527 & | 72k - Hd A <y h
ZRF B TEP R TR MR A @0 1T 5 rsaGPP
23GPP24 s crif I B f MR > ¥ FEEHE F 2 H E BT 1345
B IFE R4 & 539 2 #2F B 48 Fairfield Resources Internatlonal i ag s o
brH 3 P3GPPL3GPP2Y & ik in [ MaE | K AT TP | 2 &
FIof BT F A2 N LA B M ] o ARG M IR E e o
s g Fairfield Resources International3®fz 2_ % » 4 T #-p | % B 42t 0% ) ‘*J‘ 41
R F ARG R G B2 18 WG 200 PR E R enkigE ) o #7113
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17 Fairfield Resources International fl.— 4”}' L % M e PO [Ed‘%‘g {F"‘ﬁ rjﬁ\ﬁﬁ«“gi'hii_‘d’ }]

IJBUL ffE"T ’ﬂf“"?’lwﬂ”ﬂ’i PR S pa s \3}'\[@5«[ ii[aylﬂlrEDE—aS«lﬁm‘MFpJ; iR
ﬂ%ﬁﬁé S SRS B 1S S e

7FEIJ*IJFU’ELH eI R 7}1"7 (R %T‘?ﬁﬁ“"gﬁ *]J’F@ Vﬁiﬂﬁf’{%ﬁ“ Pk

Ukl =6 f ,a:JE/",‘i;‘%ﬁ Jj\ ARk ERS Vﬁr"f_ﬂhﬁ‘ﬂi—j?ﬁ ANTS= 20 S J’L[J

Bro %, LEl g‘lﬁﬁl’ﬁgl http //www.frlicense. com/(:s‘ualﬂ hE1THA: Or/ 2/2009) o

'3 Goodman & Myers, supra note 129, at 5.

176 See id.

7 See id.
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WA OIS o bR EFIF A3GFER REAL bR R I T O L 5 4
T A& Az L ’é_'ij B2 (S RT RIS Lo
TR EEA IR S LTSI L i 3 S b2
s7DVD £ MPEG- 4m+“14@¢ | ZaEfed g 6|7 g ViedekE 2 L IEE P
AAEU B EF 3L 7RIS A AT REZFY  FHERNENEL
=3 T i P R RS MR R RE AL e~ T R
{7 7 ﬁﬁiﬁéi B X EERER TG REB LS L 2o

= ~ Wi-Fi & S i iR8

Wi-Fig S e 8 8 d MELTT+ 1 4&FFF ¢ (Institute of Electrical and
Electronics Engineers, 14 & f§ ﬁ;IEEE) TA FefR 2 - o B HLR 2 T
¥ £ w4 S IEEE 802114 & 735 » 4o T F M FprEig & #1744 802.11a
*brgrivnEF RiEE. P oad tf—ra@ s %42 0 IEEEM ™ tha iv] &
(IEEE 802.11 Working Group ) € £ & R4 ZIEEE#R&E 4] 2 ¢ A 42 2 & {34
%% % (patent assurance letters ) > ¥ A & fREFHELT P HFP H LT € FH R
Ak TB RS B2 4] 12 B F ¢ URANDR B4 g4 o P w5
PATF G MR IR 5 ¢ S EEEdR B 4] 2 aE A2 o 4R T A R
BAOEE NG R RRTIRG 5 H W PR FIET &P A b R Al
LAl MEELR SIS ARILJIREFELTPRFEF Y 0 FF S REA R
FAFwEP HE G oML E JlEE > F 4o AMD - Broadcom ~ Intel ~ Lucent
* Qualcomm ~ Motorola'? 2 Sanyo % % > 185 9 a5 gL % SRR K B A Eh AR AW b
P RS A ERG P IR RN ek T 0 4ofi F 25 802.11
B 7R Bt BRI E R A A R i ] e (780211488 .

“f g2 k> B WIi-Fien802 1148 % ¢ > 5 78 B 421 & 11 B MIMO (multiple

178 Lemley & Shapiro, supra note 37, at 2026.
17 See Rudi Bekkers & JoelWest, The Effect of Strategic Patenting on Cumulative Innovation in
UMTS Standardization, at 22 (DIME & 6™ Framework Programme of the EU, Working Paper No. 9,

20006), available at:
http: //www dime-eu.org/ﬁles/active/ 1/IPR-WORKING-PAPER-9 BekkersWest.pdf.

180

181 ”ﬂv[l ,[ J ﬁ1 it (Nortel Networks) %f ¥ 7 (Telecommunication Industry Association)i&

pE }?ﬁ* ‘a—:ﬂ‘” CDMA2000 pJ %[ﬁir k!
r'n‘pﬂc BILERY 1) H PIgFo T o B
129 > at6 -

2R P2 LAY 80211 AZ vE fi oo = Bl hip/wwwicee802.org/11/ I}
http://standards.ieee.org/getieee802/802.11.html -

'8 emley & Shapiro, supra note 37, at 2027.

184 F—*%E?FIF?J 2 Eé F| $ A Jé\:‘“?f' EJIFA F B Eﬂ'ﬁ"ﬂﬂ 17 18 {flj ) ﬁif Flo:
http://standards.ieee.org/db/patents/pat802 11.html °

183 IFilF] Jjﬁ » PRl ﬂl F(|% 5F(Patent Serial No.)— Afif[1 > B4R £ FEEF[EJ”(NO'L Indicated) -
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in, multiple out » MIMO ) %802. 11482 # 12 %k & SRR A R FEMIMO s
¥ WA S ] 0 bl4oit 2 B 5 Speedus. Corp o 18% R¥p- P FF YA
7o bk FEMIMOM M bl 410 % ¥ e 6341 5 7 ¢ 4k end 17
3 255 o 1874 Symbol Techs., Inc. v. Proxim Inc.— % ¥ ¢ -+ ' a2 Symbols Techs
2 F W F L EF EMIMOAR B cn% J ¥ Proxim$t A2 R 3732 0 R F BE ST
A2 Proxim & 3% #3% & 41| % Symbols Techsi ff} ¥2,2868 # £0pR R o4p g
HE - gy BB 6% a4t o P d pm R s deiird T %
802 1HE 3 #7 5 i& {7 $2 8 i 11 !F‘ﬁi%ﬁ ‘“ SN %g B pE g R &N
A oiHg - P EEEEF PR v B - g Mg erg ¢ 5P 80211
TRPRFLINEE A RIFRIEDT ERRE V- 262 g7 &
FEHE (78021 1 e B o @ xR 4R * 28 -2 (F802. 11 B g /z4vid & 2 -

T g R 2By > AW E Dl F g ] @ S
BT £ § N > 3 A P HREH L e B RPEiE Y =
2T o ffﬂ%”}'%&#ﬁ%ﬁﬁlf F '15“’ i "E i%ﬁﬂéﬁ AR A2 o B

5 7} i% i Via Licensingi®
> %4 %Eﬂ V] ﬁ%j’f;}[;%gr:'-rﬁ 1@ %5,802 111@@}, i mrﬁg@gﬁgf o 190 fl}b 5 4,
Via Llcensmgi - g RREFET A F‘ % (decreasing running royalty rate )

PR FRMFALAOFE DA SEERF BN AEF L FHE 0552

o g4 A508 71005 H A S8cE o BT !%#Z—Qu,);k;ﬁﬁ *05% =~ A

FRF A A ACEA0H H A SRR R E Y SN A FERAI S E
0.05% = o Plptst g 3 "mﬁ+1%@¢*~“ 4 %801 11ﬂ$mmra 4 AARS H i o
& ;F]“j‘ ré\ﬁ ;}:}]&[gﬁﬁ BEARENA F2 > EAEREER L 2 hp

1% Lemley & Shapiro, supra note 37, at 2028. R&#* Speedus Corp.Hr= 3=, g %]J %*x@ﬁf;
http://www.speedus.com/patents/US%20Patent%205949793%20-%20Speedus%20Corp.
17 RIS © R RIREE Y MIMO ﬁ”’“H 15! bmwﬁéfﬂ [¥ - i) Ed Sutherland WiMax,
802.11n enew Patent Debate (April, 7, 2005), available at
http://www.wi-fiplanet.com/columns/article.php/3495951 -
1:? Symbol Techs., Inc. v. Proxim Inc., 2004 U.S. Dist. LEXIS 14949 (D. Del. July 28, 2004)

Id., at*30 -
" Via Licensing f!. Dolby Laboratory [l T J’EF'F IEU 9Y= N ATER IJFI’* WF}@%}@E ﬁ ’
T e ARV [ ‘F?i %E'E?éﬁ%k_ﬁ’ E| ﬁ[f Ak 5\ PRSI ] Tﬁf‘ff PA# - [i= 5" IEEE 802.11
e vyt rr.f,] £] MHP - MPEG 2 AAC ') » MPEG-4 SLS Z‘“%%IF*"[ f‘*iﬂ?f*‘ T;JJF" Via Licensing 3% F#
AR %}*E' http://www.vialicensing.com/home/ °
o1 Eg ® Via Licensing #F IEEE 802.11 & ¥& [0 37 @) i Fll & qv 5k & » 2 ¥

http://www.vialicensing.com/licensing/IEEE80211_fees.cfm
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o #f 12 Via Licensingeh% = > $:4-T 5B 5 MPEG-LA » # §?Via Licensing#» /& ¥
Bivehd & o BT end I8 24 © § MPEG-2 ~ MPEG-2 Systems ~ DVB-T
~ MPEG-4 (Part2) ~ AVC/H.264% %:% %Lt 2 [EEE 13948 355 % > p % &
TR RSk Sk AR & £ Wk ) ASONY Blu-ray's 3 » /v #-H & B pF p 4 2 o
MEPG-LA§ % - '

FE PR = AR S R R LR *ﬁﬂf' bdpenfRg 4 o v g
frivg Ao ‘”Rmﬁﬁ“ﬁ'i’— tiE G B X AR R R DR E
“F%ﬁ”%ﬂ ARFENERF AL A b flEFERG e 74
Bibp 27824 J:i,: 'f_’g’;ﬂf Hirf':_*i‘fp F&?éﬂ‘[’*-@;ﬂf mfir@ iii”*%ﬂ%ﬁ"%{
FLHT 0 Bt AR IR oA R s 9 5%TI89%% ¥ 0 @ e en
P Ee KRG 1%F]53%  Pd T L 0 PR IR g il 4k
WenfPigEe s 0 F > B A B RAROT A FREF| BT > PEZ R DILE

“tf e RNkl A 2 AP ST £HEOE R

12 See MPEG-LA News Release, First Meeting of Blu-ray Disc Patent Holders Held (July 20, 2006),
http://www.mpegla.com/news/n_06-07-20_pr.pdf (last visited May 22, 2009).

1% Lemley & Shapiro, supra note 37, at 2029. See also Layne-Farrar, Anne and Lerner, Josh,To Join or
Not to Join: Examining Patent Pool Participation and Rent Sharing Rules(January 7, 2008), available at
http://ssrn.com/abstract=945189.
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1% Carl Shapiro, Setting Compatibility Standards: Cooperation or Collusion? in expanding the bounds

of Intellectual Property, 2001, Oxford University Press, available at
http://faculty.haas.berkeley.edu/shapiro/standards.pdf.
195" See id.

1% .S. DOJ & FTC, supra note SR ) %4_% -
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FRBMANEELR oo 2 WAREL T R TR > Tt F FURE
PR o AR g P AR enR 3 o W if Antitrust-IP 4R P e = 'E.,T&Jﬂ%éi‘ﬁva‘% i
TR ] e JTES BT "E M A S R A WU LIRT S S R
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7 SR 4 51’%1*5'}*4 " %EJ;JI A http://www.eettaiwan.com( 2009 & 4 F] 15 [ IFR) -
8 U.S. DOJ & EFTC supra note, Ch.2. The report stated that: Industry standards are widely
acknowledged to be one of the engines of the modern economy. Standards can make products less
costly for firms to produce and more valuable to consumers. They can increase innovation, efficiency,
and consumer choice; foster public health and safety; and serve as a "fundamental building block for
international trade." Standards make networks, such as the Internet and telecommunications, more
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B Hoar R chgdg ik 20 (licensing terms ) ¢ 1§ 1 i% 3% (pricing terms) > 7%
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%56 (117 f{ 4£FTC Act Section 5) 2z 4%« 4 R0 4] % i ens | f 2 4
TEARE P 0 Ak 3 2 A A A 2 46E  ( unintentional or intentional
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fSiEE g F L A sEHEQPF > 242 & 7 5 (unfair conducts) T F ¥ “3@
K ﬂ\n,«i#ﬁugo F4orhm 7 % - 2P ¢ 4 hﬁ%; o A3 SRR LY o

valuable to consumers by allowing products to interoperate.

Businesses can collaborate to establish industry standards by working through standard-setting
organizations ("SSOs"). During the standard-setting process, SSO members often jointly
evaluate and choose between substitute technologies. This process can raise antitrust concerns,

and indeed, some collaborative standard-setting activities have been challenged under the
antitrust laws. Unique antitrust issues arise when the standards adopted involve, as they
frequently do, intellectual property rights.

9 15US8.C. 8§ 1 &2.

20 See id.

0 R TR B RIIORERR £ % B SRR o 5% L Kermn N, HYLTON,
ANTITRUST LAW: ECONOMIC THEORY & COMMON LAW EVOLUTION, Ch. 1&2, (Cambridge University
Press 1% ed., 2003)

22 Shaoiro, supra note 33.

% See id.

2415 US.C. § 5 (a)(1) Unfair methods of competition in or affecting commerce, and unfair or
deceptive acts or practices in or affecting commerce, are hereby declared unlawful
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206 Frjmﬁji ' 1 69-70 -
207 [ﬁjﬁqﬁﬁ;{: °

2% See e.g. Rambus Inc. v. Infineon Techs. Ag, 318 F.3d 1081 (Fed. Cir. 2003), Samsung Elecs. Co. v.
Rambus, Inc., 439 F. Supp. 2d 524 (E.D. Va. 2006); Hynix Semiconductor Inc. v. Rambus Inc., 441 F.
Supp. 2d 1066 (N.D. Cal. 2006); Micron Tech., Inc. v. Rambus Inc., 189 F. Supp. 2d 201 (D. Del.
220(9)02); Infineon, 164 F. Supp. 2d 743, rev'd in part, 318 F.3d 1081 (Fed. Cir. 2003)

See id.
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z:? Rambus, Inc. v. Infineon Techs., AG, 164 F. Supp. 2d 743, 747 (E.D. Va. 2001)

Id.
212 Rambus Inc. v. Infineon Techs., Ag, 318 F. 3d 1081 (Fed. Cir. 2003)
> 1d., at 1100.
> 1d., at 1096.
215 Id
216 1d. The court satetd that:To prove fraud in Virginia, a party must show by clear and convincing
evidence: 1. a false representation (or omission in the face of a duty to disclose), 2. of a material fact, 3.
made intentionally and knowingly, 4. with the intent to mislead, 5. with reasonable reliance by the
misled party, and 6. resulting in damages to the misled party. A party's silence or withholding of
information does not constitute fraud in the absence of a duty to disclose that information. Generally,
“fraud must relate to a present or a pre-existing fact, and cannot ordinarily be predicated on unfulfilled
promises or statements as to future events.” In some cases, however, misrepresentations about a party's
present intentions also may give rise to fraud. Failure to prove even one of the elements of fraud - such
as existence of a duty to disclose - defeats a fraud claim. (Emphasis added)
*171d., at 1100.
28 EJ%JF?‘ JEDEC ElfJEJ! ﬂj?@:%ﬁ‘fq , ﬁ%‘%ﬁ': JEDEC Manual of organization and procedure, JM21N
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PTG B ehE Al B o 70 F) ) s Infineon® B - B @ F 4 sl A7
& e+ /R (unclean hands principle ) » I #Rambus# ;= 4 S 4p B 3732 2 35

(May, 2008), Annex B (informative) Patent policy application guideline, at 27, available at:
http://www.jedec.org/Home/manuals/IM2IN.pdf = %% Annex B 57— fEJ[B.3.(a)]FTf':J— FIHER EJ! zall
TR EET AR the discovery of patents that may be required for use of a standard subsequesnt to its
adoption™> El [[1742F £ P IR patents™ &) F“j fl I%H IFEIF]](pending patent apphcatlon)ﬁ‘/:é%
RLE Jl FII378 % (patent contlnuatlon)[ bjﬁ o3 AR (patent continuation in part(Ej || ;sz 73 IR
2191d., at 1115. (“[h]Jowever, JEDEC was free to formulate whatever duty it desired and it is not this
court's job to rewrite or reinterpret the duty.”)
20 Complaint, In re Rambus, Inc, No. 9302 (ET.C. 2002), available at
gtltp //'www.ftc.gov/os/adjpro/d9302/020618admincmp.pdf.

Id.
22 See Initial Decision at 6, In the Matter of RAMBUS INC., A CORPORATION, Docket No. 9302, (Feb.
23, 2004), available at http://www.ftc.gov/os/adjpro/d9302/040223initialdecision.pdf
3 See Rambus, Inc. v. Infineon Techs. AG, 222 F.R.D. 280 (E.D. Va. 2004)
4 1d., at 298-99.
25 1d., at 291.
226 1d. ,at 290.
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z; Samsung Elecs. Co. v. Rambus, Inc., 398 F. Supp. 2d 470, 473 (E.D. Va. 2005).

Id.
2 Hynix Semiconductor Inc. v. Rambus Inc., 441 F. Supp. 2d 1066 (N.D. Cal. 2006) (holding that
“[R]ambus did not engage in unlawful spoliation of evidence); Micron Tech., Inc. v. Rambus Inc., 189
F. Supp. 2d 201 (D. Del. 2002) (discussing there was no evidence of fraud)
230 gee Opinion of the Commission, In the Matter of RAMBUS INC., A CORPORATION, Docket No. 9302.
[Hereinafter the Opinion of the Commission], available at
http://www.ftc.gov/os/adjpro/d9302/060802commissionopinion.pdf (last visited May 27, 2009).
PUd at 21, fEFEECEEL > TIPSR 7 > FTC YR [FERL casual link” » E AR i f B (7
ARk Hﬁf"?‘} » e TN ES«”I‘H%UF‘E’THI IJ7FE[’§ PRI T;J]'f%l F’» phyd 7 T am indebted to Professor Keith N.
Hylton of Boston University School of Law for this point.
>21d., at 22-6.
233 Id., at 28. ( “[Clonduct other than competition on the merits — or other than restraints reasonably
‘necessary’ to competition on the merits — that reasonably appear[s] capable of making a significant
contribution to creating or maintaining monopoly power.”)
>4 1d., at 28-9.
5 1d. ( “[t]here must have been a “misrepresentation, omission or practice” that was “material” in
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& EE R RS R M PR - H264F 8 cnip] o & aiRR S ey ¢ oo
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Qualcomm® ¥ 7 #+ F #£ + ftNokia!Z 2 Broadcomm % f1 75 #% ) &g 722 o >
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H

PR B R end)idh o Y 1 B B (implied waiver ) 2% 0 Hini E
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that it was likely to mislead “others acting reasonably under the circumstances and thereby likely to

affect their “conduct or decision[s].””)

36 1d. at 38 and 73 (the FTC listed the chronology of events of Rambus’s concealment and relied on it

to make the final conclusion)

»7 Qualcomm Inc. v. Broadcom Corp., 548 F. 3d 1004 (Fed. Cir. 2008).

2% 1d., at 1008. #+ WLiE J[’,.wl; ] » S3HlfL U.S. Patent Nos. 5,452,104 (104 Patent") and

5,576,767 ("767 Patent") » [ I:F%JJ FIHhLES H.264 ?FQL%EI’UE}%%'[‘QEEJ!%H o ELF[1104 BREEIFRL

1995 &F 5% 3% » 2" Adaptive Block Size Image Compression Method and System"$ #5°¢ JF%( 767 5

3@?“5“}1_ i+ 1996 F g 58 » #% "Interframe Video Encoding and Decoding System"$% &
Qualcomm Inc. v. Nokia Corp., 466 F.3d 1366 (Fed. Cir. 2006). 7 % 'f[1 Nokia & i 3 {83 {7

Qualcomm AEF[|& '] & ARSI -

0 See supra note 32 ,at 1019-22.
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- See Lemley, Mark A., A New Balance between I and Antitrust (April 2007). Stanford Law and
Economlcs Olin Working Paper No. 340. Available at SSRN: http://ssrn.com/abstract=980045 (last
visited June 10™, 2010); see also COMPETITION POLICY AND INTELLECTUAL PROPERTY
RIGHTS IN THE KNOWLEDGE-BASED ECONOMY (Robert D. Anderson & Nancy T. Gallini eds.,
1998); WARD BOWMAN JR., PATENT AND ANTITRUST LAW: A LEGAL AND ECONOMIC
APPRAISAL (1973); William F. Baxter, Legal Restrictions on Exploitation of the Patent Monopoly:
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Yao, Some Reflections on the Antitrust Treatment of Intellectual Property, 63 ANTITRUST L.J. 603
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2 Pajce LLC v. Toyota Motor Corp., 504 F.3d 1293 (Fed. Cir. 2007)

% Lemley & Shapiro, supra note 37, at 2036.

2 74 Techs., Inc. v. Microsoft Corp., 434 F. Supp. 2d 437, 444 (E.D. Tex. 2006)

26 1d., at 441.( “[W1here a patented invention is but a small component of the product the companies

seek to produce and...in such a situation, legal damages may well be sufficient to compensate for the

infringement and an injunction may not serve the public interest.”) (Kennedy, J., concurring)

7 Lemley & Shapiro, supra note 37, at 2037.

2% Lemley & Shapiro, Supra note 37, at 2038.
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2 T emley & Shapiro, supra note 37, at 2039.
433
Id.

% Grain Processing Corp. v. American Maize-Products Co., 185 F.3d 1341 (Fed. Cir. 1999)

5 1d., at 1356. (“[T]he availability of substitutes invariably will influence the market forces defining
this "but for" marketplace, as it did in this case. Moreover, a substitute need not be openly on sale to
exert this influence)(Emphasis added).

B8 Lg% > Y[ Riles v. Shell Exploration & Prod. Co., 298 F.3d 1302, 1313 (Fed. Cir. 2002) » {[]-*
Frgi#[hlg“liﬁif S Lk AT ﬁE‘T O HAEF]| 2 sV [ANEE e (“[A] reasonable royalty may not
exceed the cost savings between 1ts proposed non-infringing alternatlve ...and the patented
method...Upon remand, the district court is free to entertain additional evidence by the parties on this
fact issue in its re-determination of the damage award. The trial court may also consider any other
evidence about non-infringing alternatives.”)(Emphasis added)
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4 Lemley, supra note 31, af 160- 67
5 NTP, Inc. v. Research in Motion, Ltd., No. Civ. A. 3:01CV767, 2003 WL 23100881, at *1 (E.D. Va.
Aug. 5,2003).
46 JAMES BESSEN & MICHAEL J. MEURER, PATENT FAILURE: HOW JUDGES, LAWYERS and
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