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A STUDY ON NON-OBVIOUSNESS CONTROVERSIES
IN VIEW OF AMERICAN PATENT LAW

Abstract

Patent system is one of the most important forms of intellectual property rights
in the era of knowledge economy, not only indispensable for technological innovation,
also of great influnce in the international business activities. Among the three
requirements of patentability, “Non-obviousness” (ie, “Inventive Step” in Taiwan) is
the most difficult to fulfill, due to the uncertainty of its legal concept and the room for
discretion.

Non-obviousness was carved out in the U.S. case law and continuously
developed by the court rulings. In the benchmark case KSR v. Teleflex, the Supreme
Court articulated that the examination framework of non-obviousness is based on
Graham four factors, along with other principles like “Obvious to Try” and the TSM
test in a more flexible way. In general, KSR lifted the eligibility threshold for
non-obviousness. It has been applied in different degrees by the Court of Appeals for
the Federal Circuit to various fields such as machinery industry, pharmaceuticals and
biotechnology in the post-KSR era. Then it was recognized in 2009 In re Kubin case
that the KSR opinion is applicable to the unpredictable field, gene biotechnology, for
instance. Besides, the “Obvious to Try” principle has been gaining much attention in
recent years.

In comparison, both administrative and juducial examinations of inventive step
in Taiwan are mainly based on the “Substantive examination guidelines for invention
patent” issued by the Intellectual Property Office. However, the administrative
review is often reckoned to be too intuitive and rough, and the court decisions are
considered to be made with less expression on “the level of the PHOSITA” and
“whether a PHOSITA with the reference to prior arts and common knowledge can
complete the whole invention without difficulty.” In all, the lack of revealing the

reasoning on the inventive step conclusion might expose the parties in danger of



surprise judgements.

Based on the above observations, this study compared the cognition and practice
of non-obviousness both in the United States and in Taiwan, and as a result, presented
some primary suggestions in light of the United States’ experience toward both the
practice and industries, so that our inventive step examination practice in the future

could be improved.

Key Words: Non-obviousness ~ Inventive Step ~ KSR ~ TSM ~ In re Kubin ~ Obvious
to Try
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e HA B AR R EFEAEEZET . &
(B) ZAVRHIEKAEYIIEIATERE  (RBHE— AFT#iA SR
HLRELEE— A -
(2) AT ZHE - YR T EBF
(A)  JRFER & FE e IE T AR e EE 2 i e FRss s F s =Y
(B) WIRZAH G EHAN S A hgh IR0 » LR RERAPR I 132 A VRS 50
HRFAE—H I > A2 ATES 154 15885 E ZRE -
(3) ENEWFZIAEN - Frad T AEWRETE ) ThiE ¢
(A)  FHDAScE B AR A RS S AR A 1S 2 BRI TR 974 ~ SRS 1 B4
BHERS S AR A R s AR T AR 04 > A -
(i) ISR L 741 (exogenous nucleotide sequence )
(i) #31 ~ BERR ~ S INsiO B N AR BR P IR © 5L
(iii) FeHI LR A RS 5 ZRRAR 0T A BT (0 o
(B) 4lFEmh &y T AR L —4RES > AR R EELE > a0« Bk
B 4HRfRR © DR
(C) —FafiiFH_Ealt(A)Z(B) S ELAH &M AE WIRHS A FT IR 2 B S 502 -

(c) FEHEFENZ #FIARCEMAAZEER > FRI LS B TA ARl - FEPERRZ e
B B T EAE  (HAGAAESE 102 (55 (e)5H - S (F)ME K55 (0)HH h—IHE
—IADL FHUERIIE - BAE T IREACRENEIATE R > 22 EIEY 2 SE0Af R
HAICRENTEE - (REE— AT A BURE AR IS E — NPT AR: - ARSI
BRI CREN S R AT e > PR TR -

© (H EEEFESE 103 RELE 102 (AT 2 SeATRENE S R B2 SMERIEE 5% 208
AXE=FE~FEG ' = (—) ZRA -
“ EHREEL > BIEEE 35 H 30 ¢ ,
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:KLL${7%)§'%T‘]€'_N I%QE iml:}iﬁty‘l}’\?"j—%? ')’—?F]B lf“‘ﬁ{s
AL M R - BT FRBE TR - AR BEGEY o e i T #%(T;TE‘]EL. S
B 5 avibple ) @ﬁ‘ﬂﬂ"”%ﬂﬁi£€&%@dibau%§*“ o sk T B
}g"rt‘ 1f’5?§‘é’ Flm;‘,fr.}'} o 4 /]7}‘74.\\: |)3,;$§:me,;}i/{ﬁ_ ‘F‘Q‘%‘ ﬁ'%m}b
o RY AL L AT R 2 &5 R IR R ARt
wo G wmE ALz 2 TR AIFI RS E = P R (final gatekeeper of the patent system )

e X %ﬁﬁ#%ﬁ% e AT AR TR ATTRR
'!ir'acbt?iw;}i,{h';fgﬁ{kq‘_ ERE S N lﬁﬁng—;ﬂ%?'&%ﬁﬁ 3 Gl o

2~ 2 F¥EP % (Leahy-Smith America Invents Act 2011)
%2011 £ 97 8 p > £ WSk 89:9 B fiil AR 6 £ 2 A ch 2
ig & % 7 Leahy-Smith % ®%¥ P ;# % (Leahy-Smith America Invents Act, AIA )* -

¥l

T HBMANES A0 16 P EF ko B FERITE0E RPEEL 3D
FRER LR a5 0 e FRFP RN L IR Y e
FHAA - BJFnE L B A G T $E > 7 F R H PG o T Bl
AT 2R A b el B 0 A SRR d A BT A S ?-?
B3R - st e B ME S B 0 0T L RS T S A B AR

F1i3 3R w4 2t Hapig B R4 Pl R S iEZ o

—Ea-

e

—%

- SRR A28
1 skdg Tgm A AY 34 £

P RTE P R R okenT AP 3 £ (First-to-Invent) p st Mg £ ahl 4
v % (Firstto-File) j» $ MAL ¥ ch T LHEM A % | GUFPHED P
ﬁ %‘f ',,J i A ’%?12‘102[1 621?%0’&»’; i[z{ﬁl}%,\%}ﬂql%rﬁ?}:

“OFNFE o RITEREANE L IR SR > HEM AR AT > 84 B H 129 - 2005 4

12 H -

*> ROBERT PATRICK MERGES & JOHN FITZGERALD DUFFY, PATENT LAW AND POLICY: CASES AND

MATERIALS 479 (2nd ed. 1997).

© WEEEREE S HR EAZE B G T Patrick Leahy FIF Rt =142 S & £% Lamar Smith F

FHEH) - H 2005 FFRERELLE TTHRE B TUIE LIRS - #E 6 F1e58E% -

LU ERIAE S ¢ Leahy-Smith EEEHTA R BEFEABE LR AEE - CREEE
FEZETSFT News Letter » 6 Hf » 2011 42 10 A » http://www.sundial.twmail.net/service4file/

201110vol601.pdf (F{& B H : 2012/07/05) »
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oA AT gk DAY Fra & Pl axd Gp (effective filing date) % i
TFP B PlndG F o TG R B R Y T SR B3 BRI -
# ik & (grace period )o 4ot re A S T R E R B IR ST LY i K
TR ER PR B R E R A F iR Y SR
2. ¥YHFABAER
i+ 3 A4z A (Derivation Proceeding) ¥ gpi &2 e B 4% » % kB~
SR G R AR (102 ()T A R ) AR LT B 4o g

FZ AR gk B P A AT ATA (derived) @ k2 B hiEA) o B g
PAFHUENGRAE > A% -5 R P LAY G hpRasisd

R Pt @ koo
3. AWFLRD
#5102 54 A Epr G AR < R AR TR B9 (@
FDFFH T AT XK ¢ FRAMGFHEM LG P m k] oF
T e~ B (publicuse) > 4 g i
HOOBRY A HLOPEF LN ERAR 08 S 2R AT R R Q)

Ev] TR AT S 2 7OH g m A é_b'ﬁ%_);}fxpa»}; 3@ ;%‘EI e »}g > v g%-\_gv

IR NTR S-S SE R SR

RS RN R TR =

fid T A AL 0 102 15 (D)IF TR 4R AT 1L B A % (grace period) AT
2 F|ETPEEEL A G oY P - ER o FAGEMd FP A R RFP L
BPEPEM A (WeREA) BRSTRIHZ L DB > b0 2 ARG LA P o
DEFZANBEPFRBAATFENZ G OBRPFo T AARG w2 B e
102 #E(C)7h RIFR » p 2x¥ 3P 22w 4 vkindk A7 2 2 (Joint Research
Agreements, JRAs) » # £ ¢ #73 4 4 (common ownership) ¥ 1 5k & 45 $hik
NFAeY koo 2102 W (d)E RN 0 S SRR e AR R 2 2Rk
SRR L%_L,ﬁiﬁg ) l,«\z'g%- 'a.?,,;he"%— EEE R TE: & R e
ROLRIH Y k2 LA gk b0 Tk S PR ik A0gR Y o0 Hilmer R R

(the Hilmer Doctrine) *® -

* Hilmer [5HI Ry BIAREAT B TTAYIR A - 3% 5 RIPRH T BV R 5 28 A cirdc R R R 5
REERRANETER 4 REVEEREE IR - FESNETe Y R 28 - YR H A SE R Serisedto - 1R
SNBE E 3 IR Ry SeRiiifin.Z A o A Hilmer RIS > S50 A X FESSEQFR HAY A HI 55 2 T 5RHAE

BUSNREB AR S - (HIARRRELLZAZEL Y stAHEI B AR - Rk B H 2 1% - X fERER T
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6103 AL B0 o BT B Aot rpEELs AN iR A Y Ha

T NPT

S~ HEMR2 3

GBAIY 6 o AE RS USPTO™ MEB- REh i AL 55557 2
42 373 T 18 (Micro Entities) #g %] ; ¥ 2 g P 4 3 €2 (Inventor’s Oath
or Declaration) z_ % %_-

EEJIFAMAE R o A2 LAY T RAL % A4 & (Prioritized

Examination ) ; #73# 4% *» % & 42 % (Supplemental Examination Procedure ) % &
&% A 4] (Post-Grant Review, PGR) o #7i# » =+ tgizd & |7 el R > &
FigegFHEs %= LA BHEA|R (Pre-issuance Submissions by Third Party ) ~ 2 :z
kend £ A L % 44 A (Inter Partes Reexamination) = % % 4 2% 4 4/ (Inter Partes
Review, IPR) & %2 > &7 i 3| L& 15 s L R end W7 2 70 # E 5)
B2 ) 5 cni7 sese iz B0 o

A HEEZERT - PNEBHRE 2 BRI - 27 0 FEME - EE - BT > B T 21 T KEA
& /E 58 ( Asia-Pacific Patent Cooperation in the 21st Century ) | #745 » K763 B £ 0 72 fi B 45
H13 201145 H 17 H

©OBET 0 # EEM A EREEE G (/)0 2012 426 HEIRK -
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FzF EFREBJZZAHM S

5=% FREELAHR LR
@éﬂéi?%ﬂﬁi*ﬁﬁﬂ’ﬁ%%%ﬁﬁviﬁma{ﬁaﬂﬁm—
B oo ik B RSB IERPE TR 0 hE 53 HAEz > 1850 & )ik 2 ¢ %0 gk
Higa 2t 2 2REBA2% 103 65 » mzifif~ Wit 2 A MR T - K2t
o 2 L Wik Tee v W F g B A L oq 150 # K Fart
LSRR AR Bt A - 0 — E 3] 2007 # BB 2 Ba e KSR 2R BT 0 R
HES EE R R Yo S LR R EE A
B =) COERA AT 1 AUt b L eSS A I
Bo#FRRFAH ol - BLy e Rangd B % - & ietya b
Fol AL P] 1966 & Graham & 2. % ehF Y -2 0 % Z & R4k
Bl o022 %18 CAFC #-TSM e pliz % 5 2 A2 Fin; 2 4IF A KSR 20 %

it ¥ % e Graham 2

CRE AU
¥- & s b aiap] F R

% ~ T f# —Hotchkiss %

— ~ Hotchkiss % %

Hotchkiss v. Greenwood — %'k £ &1 5 - Bl e chs 2 o 4 w3t
Flmir A HEAAFE > AL R AR PR FREITF TR
P H P Esms o AWM 2 agpe LV o 2 kLB 40% 0 {8
L E AT e b B HE S 0 T AR IR R e PR S S A Y e
{ 5enp|iv4 o o E RE2NE B 2t T 4 0ba e B (ingenuity and skill )
PR L F R S

ke

O Himatet > BE BE 1793 EHEATASHEAIEEN HANE VIR - BIERLAS

TRA T R R A A B (T i es Z B0 o7 ~ BREY) 2 SRR - 91538 R8T - See John F. Duffy &
Robert P. Merges, The Story of Graham v. John Deere Company: Patent Law's Evolving Standard of
Creativity, in INTELLECTUAL PROOERTY STORIES 115 (Jane C. Ginsburg & Rochelle Cooper Dreyfuss ed,

2006). PR IRF ARG HAR By — I A ZE (> 50— {73 2L Hotehkiss 2 By EREIT 2 RIS -

> Hotchkiss v. Greenwood, 52 U.S. 248 (1850).
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FEY E PR e T Y T

# % ;2 I e Hotchkiss & 2432 d ¢ » 5 K Alig 2L 80 m 5 ofdanpn g o H v
Fdew Rl P o 2 JEE G4y Al (ingenuity) 2 4] 4 (invention)
1 i A 4 et GPAL H AT IR A R
3% 2. > Hotchkiss % #1357 chzbdgm & Sofd 2|8 > 2 & Ko B LI — 4l F
ﬁj‘ﬂ‘m Sl AliE A o
%9  Hotchkiss 4= 4 ¥ A £ F| £ 4R > H {44 4 ¢ Seymour v. Osborne®*z
Hailes v. Van Wormer™ % 2| ;4% X #2 51 Hotchkiss % 4% 11 cn2| & » 8 £ s £ 5 p

A2 %fr%ﬁf 3 % 2. %% (newanduseful result) & &% + & % o & 3| 1875 & &

/3‘
3
W
Ly
N
rn;

% % o1 % Hotchkiss &AL iF2L8g @ & softend|b] » ¥ A g # Smith v. Goodyear
Dental Vulcanite CO. >4 4 g5t A B 2 8 ¥ HE L F P chF u] (Fi8 - # 2

o
e ¥ 7 Webster Loom Co. V. Higgins56 » BB PP 4R O I ]
R iE * HotchKiss 2| g % » F iy € F {6 L2 P enfig o i,fl:}}% R A

@ﬁﬁéi@¢j°k&ﬁﬁysﬁtséﬁﬁﬁ‘ﬁ¥ TEAAG AR LT R
Flzo P oo Bt B2l £ A7Fc* 1 Seymour v. Osborne ~ Hailes v. Van
Wormer % % eh# 33 (newand useful ) » @ B2 g P enZbdgm 5 ot o
i BB iEar — F Lo F3uenfe B 0 & Atlantic Works v. Brady — % ¢
IR P e o T R fIFI R 2% 7 REERLG REFHESN
TR B AR Ao P R B IR D
foe A AEDERE > A A FBEY A PRE T p MR E o 2R

% 1d. at 267.

> Seymour v. Oshorne, 78 U.S. 516 (1870).

* Hailes v. Van Wormer, 87 U.S. 353 (1873).

% Smith v. Goodyear Dental Vulcanite Company, 93 U.S. 486 (1876).

% Webster Loom Company v. Higgins, 105 U.S. 580 (1881).

> Atlantic Works v. Brady, 107 U.S. 192, 200 (1883) (“The design of the patent laws is to reward those
who make some substantial discovery or invention, which adds to our knowledge and makes a step in

advance in the useful arts. Such inventors are worthy of all favor . . . [A]n indiscriminate creation of
30
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”F -g— Y ﬂ;ﬂ; 7 A 5 L”&F’ ol 3 fr-.]v} IR 55 ifé-f“};}%g:ﬁ'wu&;" e %
Washburn & Moen Mfg. Co. v. Beat ‘Em All Barbed-Wire Co.®- % $ % ;2 i B 42
514 1t Webster Loom Co. v. Higgins % 2 %> % 2z % 1 Mo el R TR E o

2P s T g B Bt & Hotehkiss AR {8 chle - & B0
e RGP La e Teusbigs b ool 5 R AR B JIFIR LA
RO A FHATHE B 2 P ha e B b e b ol 0% A W EARR
Bl FHEHAT Lo 5T M T2 R BF2RFLHFE N
e e dr2 f] > 1 AF L HotehKiss % 5 28 i 30 5 i i ek 42 o

1;:.:

-~ é“i#“%iém
d A Tw Rl gp arﬁh&pmgmﬂﬁiﬁﬁﬁa PEABEI DT & &
ERAA AR A HEMEIFHRNTEITEG 2 A F ol & R g

%ﬁ%%uéaﬁ%*ﬁﬁﬁiﬁwo?*i&ﬁ%%w%Hﬁﬁﬁﬁ’ﬁﬁw

2@ ¥

pEN R E,,_««Fl‘n':l 5 arid rr)i fﬁ R NERNT L o ﬁ y é i #L“T = E]JJ (Negative
Rules of Invention) *° - FETINROE G RGERZ RolRBAE S B R
PR - PR L

(=) =3 Hrz 2 &

hegiZiadg o WF I BPFET B2 FP QGG TR 1 e
g KRB 2 E LR ART e A b s M m B AR & L R %
FHATREA BT o ¥ KA B 2aga a0 blde 1 Epehx £

P REAL R A ARA R PR

exclusive privileges tends rather to obstruct than to stimulate invention.”)

% Barbed Wire Patent, 143 U.S. 275 (1892) (Three appeals relating to this patent taken from decrees of
the Circuit Court for the Northern District of lowa, were consolidated and argued together, viz.: No. 128,
Washburn & Moen Manufacturing Company v. The Beat ‘Em all Barbed Wire Company; No. 129, Same
v. Norwood; and No. 30, Same v. Wiler).

% 2 PETER D. ROSENBERG, PATENT LAW FUNDAMENTALS § 9.01 (2nd ed., Clark Boardman 1992). 5 :
HLFY - EEENE L2 JEEN: | VAR B FETEE () BEMEEHT > 11H] > H 20
1999 F£ 11 H -

% Reckendorfer v. Faber, 92 U.S. 347, 356-357 (1875).
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(=) EEBl ¥ oy vigs

AR BEE S R F P S S Y TR BTG

A d R A ST P TR T T e S WL 4 %
LR T RN o s AN T - SRR 06 AT R K
FRIMHETE ~ A EFPHBRESJNEMAER LA S e 2 L5~ FRFE
EALEE 1 S B ARV

porho B S e F B gock 2 R gt it 4 2EE e 4 A
1+ - Hotchkiss % u%i*##imﬁﬁﬁ? BRI E K

E‘ﬁ#”pzﬂ BEAR B
BFERPP ;2 A RIBRE (G “,45 2 Rl = 3R (e AP RTA N R ALAT
ABAEP 3 N BE

FHIEY TP EEOET o LE e ER % L PR

SRR A S 0 FE AL A - F Ok (T kSR A 1 E 4,

;Z ém#kufﬂ‘ﬁ]i—;ﬁ igt/z‘]’mﬂaff:#mﬁfﬁ\’&? 3:&—‘,‘; v (e hbEA IR
:ﬁﬁv@f@ LT 2REFRF EER e md G hgdp o %412 103 i 2

GmMmmﬁH@EJiﬁé’ﬁ&ﬁ%EM@#ﬂﬁ%%%%o

SR’ FAL=RER-UE- Bk X208 -]

#_1931 & Carbice Corp. of American v. American Patents Development Co.%®
TAes BB A F 0 v & TbAIK (invention)® 5 d % F 2P e &P
L3 TR R o M RIE A ER ARG F P T A 2D R
Bamgp AR AP RS AR LRI L L TAH > R RuA B
AR PR L A RAEP > L BARLEFRRI Y A AL R AR PETCE
st eig) Tapdkoe % R A1, (Synergism Doctrine) * o

ks R R0t & % 5| 5 Great Atlantic & Pacific Tea Co. v. Supermarket

% Howard v. Detroit Stove Works, 150 U.S. 164, 170 (1893).

%2 In re Urbanic, 319 F.2d 267 (C.C.P.A. 1963).

8 Electric Cable Joint Co. v. Brooklyn Edison Co., 292 U.S. 69 (1934). 3% Z& L REEIE 7R EL {2 7T
Feffapr FHAVIRRERIE 7Y » HERED > RO SRy it — 2 -

% National Hot Pouncing Mach. Co. v. Hedden, 148 U.S. 482 (1892). 3% ZE 80|44 0% T S B fifh—
NEZER T T AE AR EIRVIhEE  Smn ARl R I IB Y A R O R e piRdin < A4 b -
% CHisuMm, supra note 38, § 5.04 [5][b].

% Carbice Corp. of American v. American Patents Development Co., 283 U.S. 420 (1931).

O HimEEILEAT Cinvention | ELEN RyEEE o B T ESETARD ) Bk TESOAAEAN o M TEH, 5
Gy EAFEREI S B R 2 SRR - OB IR e Aos FRE PR B R 0 TR DA, A -

% wIPt > HiREE 59 0 B 12-13 -
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&R LR 2 GoARAR T H Ay
*}s?%ﬂ.ﬁo FRIEH-BHIELe waiida AL pHiahetsdp 3
SSIELELE SRR ST SR E R R LRI KR

*NE TR BE 2 o PRk BRI AT A B SR B B 23R b
F 20 R EAH R R AR P B AR PRSP R TR A PRI E B
RAZe =0 - fAibd 75 Tt T P 2 b4l (inventiveness of invention )
FEf ok f Bk 2T 5k 1930 & 2P| 50 £ A S ERB AL e TR A
gy o
R BB AT ALY - B R B & 412 103 52 Graham 24
ks R A RITd T gyt
1. 103 i5iE~ 8 RgFmE 2k m & 4o o K AR RE B gk
2. R F LT NTEY A PAE > B L 2B
3.0 Tipdkrk FEIFP EEAL 2 0xEF AN LB AL PGS D
Bfe o BT AT SERIHAAEE (G EEP ) BAF TN LT R
?'Wiﬁ?
4. e bR ad$RFENFP DA ) L F A b oo A LR
Faeastdamlgd | 4o o
d >t CAFC 7 w3 * k2% R > ZRRIEIEHA L L2 asrsl® 055
PR B vt HETRG o e B LR S AR RALE A L 8 A
CRFECETRTFIAL T RZGY 2k pART AP LG HF LA DS H

PR AR 2 FAE e T 2 BTk L MEF T TH B, 25y

% Great Atlantic & Pacific Tea Co. v. Supermarket Equipment Corp., 340 U.S. 147 (1950).

0 1d. at 152.

™ MARTIN J. ADELMAN ET. AL., supra note 34, at 292-293.

" T HifERE 59 H 13-

® wST o R  H 14416 -

™ Note, Patentability of Mechanical Combinations: A Definition of Synergism, 57 TEX.L.REV. 1043
(1979).

> ERMEIREEIH > T AR S EIRTT (R R I R4S S > B - AR AR BRI
R > 4B AT RE R Ry A T A P 1 2 A 6 EH R AR B Y RBE © See Kevin J. Lake, Synergism and

Nonobviousness.: The Rhetorical Rubik’s Cube of Patentability, 24 B.C.L. REV. 723 (1983).
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(R EREE BRI R L I ¥ 8 g A S

Z XA PRZR

rgm itk EREh PTERDERDEFEJIEFEDEE A3 iERh
Cuno Engineering Corp. v. Automatic Devices Corp.— % # » % 31 F el x 4
7% P) ) (flash of genius test) » 20 5 & Jp & B b B4R B8 30 :}i% { % b
Al 4 NP E R o F At BB DA AN EEP T B
TEMORPERFIE RBEP LG A X B %k (the flash of creative genius)
vw 2R F2EAR R il ¥ Bt o X A4 PP IRLE R ¥ 3 EKE Atlantic Works v. Brady
—&pdpfock RRl2MHA A ko REARE TR ARRTE BRI B IHRK %
jo B BAIRE RESS BRAAFHEITARG TR ER oA 2l L=
ﬁﬁx$7ﬁ1¢%,1MéJaﬁﬁwﬁgiawv’aﬁuﬁa%%ﬁﬁ%
AP 5 B ts iR 2 o

B PRI RGE AfRRR R TMATAL OB P T i EEEY A

N

)

d 3% 5 jcl 4 B¢ (small steps ) ¢ fic): & % (minor accomplishments ) 4 = 2 % f" >
X HEEEERRY P EB - F A R s a R DR AT 0 BldoRT
ZHEFAATR gﬁf’r’%éﬁﬁji‘ﬁﬁ?\ﬂ%’E@#ﬁ%q@,ﬁv?%ﬁggﬁg‘;;;ﬁgﬁ,
BRI RABE LI  MARE IR D S rE 0§ Bk
el 2R €T 1952 £ 4 2 &2 103 55 M 2EEa » R e pF o { 4(a)
Fied e pa TV RIE @FEP A2 NalE R M AEEE X

FOTRGE B2 i % o 2Pt d 2SI 4RRE 2 H Ak E w2taEa b o

BV ERRR
g7 ¥R P (Obviousto Try) # = #1303t Inre Kepley %% > j# pezn s £ 4

"6 Edward Philip Walker, Objective Evidence of Nonobviousness: The Elusive Nexus Requiremen (Part
I1), 69 J. PAT. & TRADEMARK OFF. SOC'Y 229, 245 (1987).

" Cuno Engineering Corp. v. Automatic Devices Corp., 314 U.S. 84, 90-91 (1941).

8 1d. at 92.

" GREE > SFTHELRISRCE TS ) 2RISR 0 R RENAERIFEATRE RO 0 B 33 2002 4F -

8 Steven P. Smith & Kurt R. Van Thomme, Bridge over Troubled Water: The Supreme Court’s New
Patent Obviousness Standard in KSR Should Be Readily Apparent and Benefit the Public, 17 ALB. L.J.
Scl. & TECH. 127, 140 (2007).

& In re Kepler, 132 F.2d 130 (C.C.P.A. 1942).
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Fam s e - LT FP B AR PR G I AR P o S
PA L T A B PTIT R Y I 0 A RAIT T ARG R P A

(QM =\

TERCAARPNER AR IS I T AN A AL EPEIEY 2 - 0 3
Bod FiiVha A GEPET EREa 2 2T ¥

zﬁiﬁvﬁéﬁm—E%%{e%r%ijﬁ@ﬁ%ﬁﬁﬁ’iﬁﬁﬂ{
FleZRARATAEF - PROTE > 2fas AFRPTAPETFRT R * 7
ﬁﬁ@W“(ﬁ@ﬁaﬁi%ﬁ?%m;@%%g%ﬁ@a@)usﬂ&é@%ﬁ
2 & 4| b %2 (CCPA > ™ CAFC # £ ) B 4o % R i EREP FEcihitmd >
MR BT LSRR o

CAFC & = 157 § 4 7 9 RBIE 2 o 2|82k a 5 s w4 dipe
TRRA A BEA SR AH I EF - B ek rai e ap o A

Loyt TR ES P A AL Em e L e I b A 2 i
FIGRAAA B L S AP A AFPF Y K chud s AR Y o
BF B LA LS B IR > T A PR T L Hpeer R L
RATE S VAL gy 0 TG R h RN R LT

1?ﬁ¢w§ﬁﬁ$ow%%ﬁﬁw&ﬂm%@@ﬁ?%ﬁﬁ%iﬂmﬁ’%m

AEEREAE S A AR R A B B BRALAETEE 0 R
BT ERRR] > A Ez2EREa b arfk o 3R Ak o386,

Poob s g R BGRLET ERRR L S F LS P AT S N 2 %
BEf2 % 103 @B ied M2 724, 2 @FAFHEFEP 23 a 3
TR EFTEF O RRL TR SR LSS 3 op e S gy

1

BT R RBIE ) A A2iBEa 3 Aepon|g¢ > 3 F] 2007 & KSR %

® W2 AIEEE59 0 H 18 -
8 Scott R. Conley, Irrational Behavior, Hindsight, and Patentability: Balancing the “Obvious to Try”

Test with Unexpected Results, 51 IDEA 271, 282 (2011).

8 (L2225 k5 In re Deuel, 51 F.3d 1552 (Fed. Cir. 1995).

® HE%FT o AifERE 59 0 H 19 -

8 Amgen, Inc. v. Chugai Pharmaceutical Co., Ltd., 927 F.2d 1200 (Fed. Cir. 1991).

8 In re Huellmantel, 324 F.2d 998, 1001 n.3 (C.C.P.A. 1963).
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%1032 L7

p f€_Hotchkiss % 2 %> £E 102 & L85 m b o e A 3 B > Wrig 7 1+ L3
b avid A e it 3 B 4% % 103 i 0 a7 35USC §103 (a) » @ 14 B € 4>+ 1984
# K37 (C)7E > 1995 & K 37 {7 (b)7E - 45>t 1999 & 2 2004 2 7R {7(C)7E °

Hi7 103 % 3 (@) ~ (b))% (€)= 37 » (a)3F & #4f 7 & v TRET (b)F
BF M2 B EEP G A QIR (C)FR 5 HFM L AT 2 L5 e
BIThA G Q) 2 R - AT A B Srlbantin o § A H@E R PR
®oEENF

Mo A AR B 102 BT SR R R R G A e 0 R EY R
FIfcngy &5 AR 2 LR > ROERRZ 0 B P R A PE > iR
B B ¥ B E A3 0 2 GAKA K 0 2 @RS Bl T Rl
FEFAFP A2 A g

SR T F0 A 4 HETHERE e 5 B R Pt B D) 1952 £ £ RIR § LA A

- ~ 103 #5382 % & R A

AT EAE U D2 P ehs 1952 & B 432 % 103 65 e R A LR T3 2R A
BAr B g L R 0 dhon B Bh— AL R %

1. ¥PEL3IES> %T&.ﬁ.mgiﬂ (subject matter as a whole) R %

103 i #73) ;jﬁ%%ﬁvff%ﬁ (subject matter as awhole) B2 i & > F @4 &
e fgg %

(1) § e 21802000 5 ol e b B R e ST gk S P

FRBEZ LT kA s a b o
() a7 WSR2 FIRGHERE > A u2 8 5oe- b 2Er .
(B) R FF Hm T IFL HEUrE P AR b b ikdy 0 FIFE G BN A

8 «A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.”

® Wy EEEANE 2 IREEE A 2 BT ) EERERE AT 10 ¥ B 71-73

1999 /£ 10 A -

% John O. Tresansky, The Role of the “Subject Matter as a Whole” in Obviousness Determinations, 66

JPTOS 348 (1984).
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2 B ié:ﬁ.Faé?flﬁgzo AN AFled RTILp g - - L Fe Tink
s\j‘"[hJ P EFEE LA - %5 ¥ri¥ 1941 & Cuno Engineering Corp. V.
Automatic Devices Corp.— & s#rhm 2. T 2 4 PIRLZR] | A K o F R L FP 2 B
TR TR R R 0 2 R SR R E 0 A F R EER ST R
FAER T IR SR A R PTG TR E 2 E Pk g o
AT PIRER ) PR P RS R AR SRR E T R I
B AREEE L ok E I e Bfe & KT P B & = &k (flash of genius )
Rl S TN SESE R AT - S ;ﬁ;{ AP F A TR S
(ldedT 8 g ) i & IR hinip 7 i o ¢ 103 15 ()78 & < (L pF > 3

B IE e d e X A PIRER R o A FE AR PR T T

(EREN- N1 #\1} B AR fEA B R EE—s FRE LR A b aopdand|gr S Vg X
STAB—RUF 2 LERB WP o Fp o H g 103 2 AR T g E R A b

Tofd bk (T AR AT O TRen i A FEE -
FEH 103 FERTIRNA BB Ak AL AR

BRSSP R IR - (H TR R AR T-ER A A 5 B (AR Eibel Process Co. v.
Minnesota & Ontario Paper Co., 261 U.S. 45 (1923). —ZEfrEETL » B Hf%2> B ' Eibel Doctrine |
S © L 0 AiIEEE 89 0 H 72 KoY 16 -

% See S. Rep. No. 1979, 82d Cong., 2d Sess. 5 (1952), reprinted in 1952 U.S. Code Cong. & Admin.
News 2394, 2411.

% PETER S. CANELIAS, PATENT PRACTICE HANDBOOK 6-3 (Aspen Law & Business 2002).
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kPR TR A B B e E o o e B - Y
AR B e AR AL

g dp et 2 R A 2 45 8 (generate a solution )

Rar B & o 2 2b 5k

-m\

7 f2#£ & (understand a solution) B chZ B = T @ h 548 5 0 FH o 6§
— i AR ‘3\—’3? ~ ﬁ’*r’l—#/z g ?’}'{LL i‘fr’iﬁ’ﬁ*r’l—ﬁ/i‘ I’g ‘i‘_ﬂ ﬁ;i& it A @_ﬁ’;

LR s (A A - Lm@p g QREIHFUMATE ERE S

e

BRI FP LR L T

2. WBRZPaHE R

fSR2ZP PR Rp PP LS F ARNEFEE L o - BHEP =
HEMRETXRET AFM 2N 70— 3] Rm P2 R P chf g p 379 B
gt FPERNTECFAGAALAF K A1 kENTL B3 AR
a3 en78— %] HIL b AR i enfp MRS SRR R P S 0 &
RELMRIZTE AL | appek kg AW A Bl G Bz e

EN
He®E 1 @37 lgm b oo g B2 @ (hindsight bias) o {8 &L 2. @ 0%

>

BRATERARIE A P R L  RF RIS AVAHSE ) 2B N EPEERE
F1F A I 0w mATARL E > BHF_USPTO s & &2 uih% H4e R >
Pt T e FP B

©

* Kimberly-Clark Corp. v. Johnson & Johnson Co., 745 F.2d 1437, 1454 (Fed. Cir. 1984).

® FIRE o AIHEEE 44 0 H 132-133 ¢

% CANELIAS, supra note 93.

%" Kahn v. General Motors Corp., 135 F.3d 1472, 1479 (Fed. Cir. 1998), cert. denied, 525 U.S. 875

(1998).
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t;‘é”ﬁi‘%ﬁjﬁ TR R L E o e ivl g PR o
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%= & Graham ;2 pl#2 TSM Bl

Brpw L FaALrF B Dzt iEe b AR wAp g e §
BOE PTG E LB P B ERREE P (A PRER G R
L) MHL IR L EES 3 BB 42 A 103 52 1952 & H o 3hi
e r A AT F EEERL KL e iR R T 0 1066 B F i Pt i ) in
Graham v. John Deere Co. of Kan. City 2]4-'% (= # Graham % ) % H 1 = 2 2|
EAPES E"in’ﬁ ﬂ#ﬁ’f;‘,’——'lﬁ_i;& om CAFC 3 7 517'3’4‘—",? fe Lz ﬁ”:??fgx'; P A2k TSM
¥Rz Riv2ibgm b Aol 2 2> @ TSMERE A 202 & R = 5 2y ér
A o

% ~ Graham % %3

BB i Fx i Graham & 27 ¢ it 7 & 52 103 1530 ¥ B R8T 2 g i
PhefPif * 2 ik o TIEF p R B HETE R FA R L B2 KT RBAY
FrEF D B BN ETEE - SR L RFA S T A e b iy
g 3L MaEe— Bl

I
AEEBEBEIREFERILA 25 N e P 3Rz P > — §_Graham v. John

% er SRUFIES T - ST~ B ZEEEIHAZE (Leahy-Smith America Invents Act 2011) 2
W -

P TRER 0 SEEEAMEIAZE > RHEARENT > 1945 91 > H 26 2007 429 f -

10" Graham v. John Deere, 383 U.S. 1 (U.S. 1966).

190 Graham HSHIRRT » 1 1944 [EZ 1966 (ERIBEIRE AR ERE 2 (FEABER SR
Goodyear Tire & Rubber Co. v. Ray-O-Vac Co., 321 U.S. 275 (1944) J: United States v. Adams, 383
U.S. 39 (1966) RiZE - (&&= AF Graham FAEITETE » S ABeRE U Z AR E L 2 HA -
FEHR R~ — Rl Ry & e FIET R e A > B35 ey A B M55 — /2 - See Edmund W. Kitch, Graham

v. John Deere Co.: New Standards for Patents, 1966 Sup. CT. ReV. 293 (1966).
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BEFL IR AZERFE (REFRFRTR 4)-
219 F.2d 511 (1964)
ENEER R
IR 9
216 F.Supp. 272 (1963) 333 F.2d 529 (1964)
PR
[ Graham ]—[John Deere ] LAY 23 ey
U SE S
<798 B 1> s BN E S E R & g%
BB
Calmar 220 F.Supp. 414 (1963) 333 F.2d 529 (1964) 383 U.S. 1 (1966)
PN &l &%
Cook Chem. ] B R e
_r ”{F}é': T
<Scoggin & 4> p
Colgate g0 3 %113 % %13 2%
k% d A D Graham x & B2 ¥ RRELE S RAKFE R ARLLER -

B 4 Graham v. John Deere % 373 4%
FHRKR AP EREE

Graham % 2|42 & B P (- ) ,%_A;é%#ﬁl?i]g%}:q@ EEJlZ2ERE
FEETLEAFIRP 2 G o (2 ) d W E R B E R E R AR R
FPETREERJREZ S > 2t m b X BT e e T A - 4N B4R
- R o @ §% F4ck xR (scienter)~ #8 2 (negligence) 2| %7ik B & 3o
foE B % Faz2. Hotchkiss & 1% 5 2bBgm & dofdend & H|¥rf % o (= ) & 4% 103
2 2% 2 P e Gt 3RE - HotchKiss % 20 SETAE S 1A 2 i $3 T & ]2 3
AT R B PRIRTAR R & RX A o () S 172 103 0 I 0 AR i Badp )
EHFRRIANHE LS RIVE (7L AR 2 ez Lo (7 ) uw

192 Graham v. John Deere Co., 216 F.Supp. 272, rev’'d, 333 F.2d 529, aff’d, 383 U.S. 1 (U.S. 1966).

Graham [mIy AR IS o K T2 — R AP EAG N S 1 A aE&a%0
5 AR 2 SR EFH R » Jeoffroy Mfg., Inc. v. Graham, 219 F.2d 511 (5th Cir. 1955), cert.

denled, 350 U.S. 826 (1955).

193" Calmar Inc. & Colgate-Palmolive Co. v. Cook Chem. Co., 220 F.Supp. 414, aff’d, 336 F.2d 110,

rev’d and remanded, 383 U.S. 1 (1966).

1% Graham v. John Deere, 383 U.S. at 17.
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# % Graham i 3k John Deere > & =3 # % R 2,627,798 5L % | (™ £ 798 5L
LA BB AR AP LR B P A B P B AL - BB A
P R K BEREN RS S a2 v R LA AR B A#AT
ATt g Afnv e P d g 4 25 » Gm@mb L LBy h A
¥ LT R -

BE S SL B BFFEILE L 0 E B3 A 19 4v Graham fB-1F 798 BLE {1 o
© Pt - WGEE e AN B A ] (2,493,811 5L % ] A8l L ) H
HEEEY A28 > R RAREARAEET A D i o R TR G
?ﬁf7ﬂ%ﬁ%SH%%ﬂiﬁ?@J%*ﬁ?%%ﬁéﬁﬁ&i%’%ﬁﬁ
P g R EHES o Flm Graham 4 4 A & A% 798 5LE 41 o i 798
P2 8LL LG A A b o - 5 K Alieer a4 £ > 811
Bk e dm hedagr b2 oo @ T8 SLAIEE - - A 798 HLEIAp R H 0§
i % s (stirup) frif T 2 A el el > Tt 798 BB I in« ¢
4 Bl b A .

Bt e A BT LB R F A 5 4vo — % 2% Graham %35 0 - % %
A P IRE ARG 0 T8 BB JI A A R HFBIL B 2 G 0 H 2 %4

P A S M@ B Ao ik & 1 ok o Graham $0 AT R 0 X 4

o
|~

BT RRRS T AR BRI LR R s I RIE R 2
BoF 2P h Graham 3t % 2425 ¢ 4 32 o P B ACH A £ F v X A

' G Graham ZERTEETL > FIETARIRE B = PR ESHIETERI (Trilogy ) G40 © SRELHE > AE
£ 79 H 34 ; MARTIN J. ADELMAN ET. AL., supra note 34, at 319. EH£5&[& & 2 B4 &g Graham Hif
=RFBIEIUIEE Y (FEERAE) JER KW AT AR E R A EINER
Graham Z& REH —E E 1 DR HE AR NARI =HEZ (G R L) 8UAR 5842 . Graham
FEWRF— O fEfaurEZ A - 4R & Graham JARI » fEELEGEA -

196 Graham v. John Deere, 383 U.S. at 20-24.

197 Jeoffroy Mfg., Inc. v. Graham, 219 F.2d.
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Cook Chemical = & 5 # & & ® ¢ 7% > Calmar B] 5 Cook Chemical * »*#k 7 &)
FEOLYTF AR EET 0 L W@ EER Y Hipg 3 (o Calmar « £

Kt FEE B ﬁvvﬁ 75 = i Cook Chemical i# * - @ {¢ Cook Chemical p 1
AZEF Scoggin K3 - AV FiEeE FE ALY (shipper-sprayer)  H et o &
Wik Fendp e’ A (matching shoulder) 22 75 5 B Eg 30Tl > 12 %% i % 41 (rib
seal ) i) — B AfH > ¥ skbr ok R iAfoRdE 0 ¥ B % 4] (T 4 Scoggin &
F1) o fa @ pF Calmar 74 B Jec L8 v X vf 55 B3 B 4P~ & > Cook Chemical
> g ¥ Calmar #edz iz 3 & IR -

A% Calmar £ 37k & Scoggin % fl#»< » 459 Lohse ~ Mellon ¢
Livingstone #5473 £2 Scoggin % fi4p v ezL 3 ke > & Scoggin & 4] 3B % Hojis
oo ied Bled RO f e B A g E @ 3 A b oo it Cook
Chemical Pl4#isd Scoggin & ] %% - BPE P F 1 &5 ¥ B RDF L0
HET Y RAEEERY TRIANI R 1 s fE A keng £-2. 6
AEBlER A P o E 3 B E RS BRSO BVIRGED LA b
Fr o

i*wé Fedliligk kg o B3 2 IRE S e PR o B Cook Chemical
2 Fuped 3R ¥ Scoggin & feng snld o BB IR A R F R By
3t Scoggin & ) Ag B R S AEa b o', & ¢4 Cook Chemical & * %

GANE B s L A PR e g BRI RS D £ R FI R AT VLY kig
FEP2ZVEME B AARRAR T % — & & Scoggin & | Hcd_E B T
S WL LR o o L ARHENIRE 0 Fla R F YA flE e

198 Graham v. John Deere, 383 U.S. at 25-26.

19 feEnAbEs o Scoggin EAIFE USPTO HIFAMBAR T » By % ASLATHLAiT Loshe F1 Mellon 2
#0[E > Scoggin SR 5 HAHEIRYE 2 2 (EFr R (1) BhiREEEL(2) (R EBIsesHE IR —
78 - B T Livingstone BF5E 24885 » #EFR Cook Chemical F5E Livingstone st A ssfEdm=
IR FHRA R Al HIK » (B = A Bl R sk Fr B g R R R A B IR IS BN EY) » BLE =
Livingstone ZFI|i& DATE B fHRH S « Mt E 2 ZZ G2 R T ZEINREE PRI /EE 1]

AREA LB TERGR  Eie SRR S AT - See id. at 33-35.
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10 CANELIAS, supra note 93, at 6-4.
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12 jurgens v. McKasy, 927 F.2d 1552, 1559 (Fed. Cir. 1991).

% CANELIAS, supra note 93, at 6-5. MEUEE » ST SIS R AR LY 2 HIER (£ B A 7 103 &Ik
M S AN » TA BT 102 Rtk ry HET - SRRk e piRirrIbb s HEr 24E 51y - R
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14 MPEP §2141.01.
15 41 Riverwood International Corp. v. R.A. Jones & Co., Inc., 324 F.3d 1346 (Fed. Cir. 2003) (=%
& 102 {6 (b)¥E ; Oddzon Products., Inc. v. Just Toys, Inc., 122 F.3d 1396 (Fed. Cir. 1997) Rz %% 102
AR -
1 Jones v. Hardy, 727 F.2d 1524, 1528 (Fed. Cir. 1984).
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UTOEERS > EEEANA L T BA@EE M 2Bt EI0RERE R 0 76 1 > H 88> 2010

FL2H -

18 DONALD S. CHISUM ET AL., supra note 5, at 621.

19 Ex parte Hiyamizu, 10 U.S.P.Q. 2d 1393, 1394 (PTO Bd. Pat. Appl & Int. 1988).

120 standard Oil Co. v. American Cyanamid Co., 774 F.2d 448, 454 (Fed. Cir. 1985).

121 Amazon.com v. Barnesandnoble.com, Inc., 239 F.3d 1343, 1364 (Fed. Cir. 2001).

12 ﬁKEP}\ SR S TTBUER LT DU S5 L =R R L PR RS S B DU RS R —
am AR BRI EE E 2 #IE - HHAEE > 136 1 > H 231 2006 49 H -

123 HERL - FiitEEE 117 » H 61-62 -

124 In re Winslow, 265 F.2d 1017 (C.C.P.A. 1966).

125 International Cellucotton Prod. Co. v. Sterlek Co., 94 F.2d 10, 13 (2d Cir. 1938).
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PAE RSP AL it ARG - B RBF 208 & g ik
BBHRERARAIBF G IOFP A Dam TR FP A ETLAEF X 1952 £ &
FUi% 1302 P2 103 i P pE R AT A b Aol e bk Rdy 1 5 T ¥ sk (of
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T, gt gga b et | g W R BHTAR B il F Aok o

2. AR FEakE2Z FE
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¥R TS 2 F R

(1) =% P A2 %7 kT (educational level of the inventor ) ;
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art) ;

(3) ¥tz R dEenk o Hksfg A= ¢ (prior art solutions to those problems ) ;
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T R TEP A2 KT KT ) -BIEFR 225 F 5 - 3% F
RBHE A5 0 B B Ky kT PHOSITA #rav & ek m Fojisfe 5 0 Fla b
MR ET P i b ivs F 2 BT KT RS PHOSITA ez 3 [ 2 4R
PLEE A B AP F RV RFE Aot - k> A F R AL L FEREAE pehE P L

& AR B B Ll R B

125 In re Antle, 444 F.2d 1168, 1171-72 (C.C.P.A. 1971).

127 Kimberly-Clark Corp. v. Johnson & Johnson Co., 745 F.2d 1437, 1454 (Fed. Cir. 1984).

128 Environmental Designs, Ltd. v. Union Oil Co., 713 F.2d 693, 696 (Fed. Cir. 1983).

129 1)) Daiichi Sankyo v. Apotex, 501 F.3d 1254 (Fed. Cir. 2007) —2Z& {5l » Daiichi #7511 £ FELF]
Ry — TR E B RERAaR 7% - T B E A T hiA14EEEY) Ofloxacin - & Apotex 23
=R S ErEEF S5 (Abrbreviated New Drug Application, ANDA ) » BE4E0L S 25 J7 /A8
Ofloxacin 7 &¥15%. 57 » T 7 Daiichi #:5HANEE - 5% ZE—7FHH Daiichi [i537 - {H_E571& CAFC
PR R ERLFA SO N BB R AT K AR E PHOSITA B4 7K S » IR 28 Ry kb Fre SR AL/ N
SORFESEMTE Fs HIET R B AR R Y PHOSITA (488 325845 » K28 PHOSITA [ St E a5 e Be 5
FCT7HERIERRIEE AT - Y CAFC BREUEL S HYFLTK S » RS H AP BT A S E R R B AT

TS (R SR TES SR - BRHA S P BRI -
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0 B 2 BT ERE Second Considerations {fic 8y RN HIETNZS > IRATER T Kl
RE THERERE ) & NHELSEEEILE BB EZHIS B ERERZ
Fifi# - Second Considerations HYEZZPMEH B A nofft Graham A =IH %} > H4E Jtt?mﬁﬁéﬁﬂ* (i
ok 44) PRfEFIRY "B T EERAR | 4 REHBF RS A E SRR

BUE P EEEANE E Y JRREE M A b IR ) e AR A T 12 EE H73-74 >
1999 /£ 12 A -

32 Truswal Systems Corp. v. Hydro Air Engineering, Inc., 813 F.2d 1207, 1212 (Fed. Cir. 1987) (“That

evidence is ‘secondary’ in time does not mean that it is secondary in importance”).

133 Metronic, Inc. v. Intermedics, Inc., 799 F.2d 734, 739 (Fed. Cir. 1986).

134 Ryko Mfg. Co. v. Nu-Star, Inc., 950 F.2d 714, 719 (Fed. Cir. 1991).

135 9}?{%— s E?%Eﬂ“: 44 > E 140 -
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2. FEHF-ELETRFARLIE

875 CAFC & 2[¥7 1t fpf irif %2 £ 4 B 514 0 403 2 £ F 4k > 27
1 d /JF 11@2%137 — N EA L PG EE P LR G ERS L e B
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3. ¥RLens-E£FRTIE

Rifuwmil ey €4 gFE ;ﬁg ¥ e 7 (commercial success ) o E F)

- P AT R RS ¥ fRE CAH AR e L Ry s
P3P 2053 B G R A T 6 L REZETR A Bep Ll

d LLL};;}»& s _j'g_ @gpq;}&m li)jﬁx EF £ ¥ o 7Bk ;’f;,/é,pq l?ki_}hml;}i/{‘]’b’#gﬁii ,\.’ﬁ
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TRALAR A i 5L E P TR RALRE S R E P 2L B
7 ¥ ik (commercial acquiescence) # 44 (license) Ein % & L # P il ¥
FERSHL PR SR R AT R AEP LA § BT A

v

e F S M LRI N BRI SARFZ A p R

%% In re Huang, 100 F.3d 135, 140 (Fed. Cir. 1996). 7 & 88 S AR AR & i S IR - Bl
S B ISEOs — TR BRI B B > A A S (B A BN TR R 25k
HHSM RINERBESERE » MIERICT BT o (S E R E0Rm % ERThF B &8
ELA IR B A (65 -
BT Pt B 131 EMJ&
B SEEAEE T B = () L (1) SeRiiitr s diE AR
39 In re Vanco Mach. & TooI, Inc., 752 F.2d 1564 (Fed. Cir. 1984).
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A PEPZFEPET LG B W F FRA S B EuF (professional
approval ) » %éi—“ﬁ RIE T3 4% (copy) e @ 4 2 2 pz (failures of other) &4y » i
ARBRAER S TR - B R AY A A X FP AR AR BT Y
FRALHEP LS AHA S Aro FRIE A A RANEL poo 2R A R
2 P (near-simultaneous invention) » R &dp > F7 3P A b pF BT | S

W plEI A AT FP > BT RLGEP Ak LA 5 0

% ~ CAFC & TSM # iRl ¢

- ~CAFC 2 5 *

Z R IR raear 2 (United States Court of Appeals for the Federal Circuit,
CAFC) i ¥ 5 % B f% & ] 372 v (United States Court of Customs and
Patent Appeals, CCPA)» % 7 %i— 2 A& e L {2 * B n g an- k- @
»t 1982 & ik yp E 282 e L 2 (Federal Courts Improvement Act of 1982) = = 7
CAFC» # Ft CAFC % £ & chiiFk 2 v 5 B {2 ¥ 21

4

|

A CAFC & 22 % » BT B cfgus 5 A F & f7sca S s A wad

o

FAFANEME 2 B REFL R FHALEEIIR AT IHFIGK 2R
AT P PRt o A FRRERIRA o FY G A A BJHEAHT ERAE IR
B (USPTO) sfiffs 3 PR » Blm CCPA 1 37 » A X ¥ (7gc & p &7 » 8 5 i)
EH(HMB T) R AH R R G 0 AT RS R
BREIWEFFE > EREBZIREFR - LRDLIFIT RH 0 LE A E
P B R HE Y - E R o > @ F A3 iz k2 e (forum shopping)

?\'143 R

YO HECY > AiTERE 1310 H 7881

141 Rochelle Cooper Dreyfuss, In Search of Institutional Identity: The Federal Circuit Comes of Age, 23
BERKELEY TECH. L. J. 787, 787-89 (2008).

Y2 TSR SE B EURRTRARIRE | DABUR A S R R Ry 0 » R S HE 1) 131 1> B 67-81-82
2009 FF 11 A -

Y ETTAR MR S R R S A R A FAD AR o SE S B CRITRARE K
(FREREERERES) - MG AEEHTHT - ST - PREEEART - IOHVEE AR SOt E
B RN EENEE - R — RS OB i TLUGSE R B SR Z AT A b - 26

BUEE » HHEFTANGTIUE  BEwmE - 68 ELeRLRE - H 2 available at
http://www.safetysea.org/modules/wfdownloads/visit.php?cid=4&lid=2235 (5% 2% H : 2012 4+ 6

H12H)-
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4o #rit o p 1850 & Hotchkiss % 4% 11288 m 5 oy s 0k > FarE g
T f G R R Ap Rk BRI AT R RIS R SERE 2 e f Rk

R A FEAGRTHP  BOTHEAZR -

. CAFC #2115 » 27 i Lih LB 247 g % » CAFCIES B * 49
Fock RAEETERFRA SN E S (A L AR P pxg
2R R A A KopY e L R 5 BRAIETER] - CAFC B 4
o TSM Hepli# kA S P 23 % & & 4% 103 51 & CAFC & 2 11 {4 ezt
Rpm b oelb i o v o A aE ot TSM fRiRli2 @ 45k 2 ABE -

T3 TSM R iRliE » Gdpi2 et R dp P 3 — TARR hfor (Teaching) ~ fog

(Suggestion) £ #: 4% (Motivation) “*3 f > &t i8¢ 37 f e 8 B A F ok
PIE AR S N s LR T e I EIIE P LA b Ao gt TR
Plendi s e At > d 3 S B P ¢ G AR e Figed 28 m 2 0 50 B4
2 hA A &2 A5 22 p (hindsightbias) @ # # zn %% £ 5 P 97 (F2 1% i
R spia bt 2 B AT B B R AT ¥ Ao Ak B 4
Edl A L@ P ingeT s FRF R B 4 B 2 ¢Z 2. > TSM &Rz 25 71 &
HEhFPaimiha o @ FB NS LRS-

— AR Rk S AR TSM e Rli% i CAFC “FAIK ™ R F T ~ Foif 2 B 4
LRt ek oy Lt BRI DRASPFR T i 1938 # Inre

N

WS o) s HiEEE 59 > E 18 - See also CHISUM, supra note 38, at 283 & 285.

Yo SRR & VY - BEATE SR R

YOE Y BB 89 > H 81 -

18 Teaching - Suggestion - Motivation —f&EI/E " 2o -~ Hsk - Bk |- e T, —5Bl THOR
HYHRERAEAT © H suggestion —F A RELEE 2 & (the calling up in the mind of one idea by another by
virtue of some association or of some natural connection between the ideas ) » J52:lY3HE 248 FLATEN
= GHMER TR S1%EE 161 -

Y DG B FEEESUEBHE B SRR SR R E T 2 FHA BRI
ﬁﬁﬁ?ff%fﬁ%’( IH:EH@‘% SRR S AT TIREURAE - BN IEEM S MR E N E R - 265
REL—E ~ 103 fErZ H#HEEF -

150 Beckson Marlne, Inc. v. NFM, Inc., 292 F.3d 718, 727-28 (Fed. Cir. 2002); Karsten Mfg. Corp. v.
Cleveland Golf Co., 242 F.3d 1376, 1385 (Fed. Cir. 2001).

515, J. Lee & J. M. Butler, Teaching, Suggestion and Motivation: KSR v. Teleflex and the Chemical

Arts, 17 FORDHAM INTELL. PROP. MEDIA & ENT. L. J. 915 (2007).
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Deakins % % » gt t5 2 BB 22 & 4]+ 27;% ;2 (United States Court of Customs and
Patent Appeals, CCPA) &3 & % i+ @ &b B #oom ~ ok 2 dofsergg # 1% 3 3

1082 4 CAFC # 2 {5 » M8 LK bl $HT ~Jol 2 BB amai s & # 5 4 1

A2 TSM faipliz o
ﬁlﬁ%mﬁ%%%ﬁwpiwﬁﬁﬁﬁi%m%mﬁT Fog b i o

#RE RS 0} 65 E U LH G @A (clear) 4 (plainly) e

ﬁdi;@é&ﬁéxumﬁﬁﬁvﬁ%ﬁﬁﬁ@%ﬁ%ﬁ%ﬁ%ﬁﬁﬁ%ﬁ%
2PV L E AP R A BT 0 AT HTRT A o 0 R R RS 2 s
Gadp sl TR KGR R A K R gor A A R kLR
FE O EINUBHTAS LR R ZET L®IFY XA (reasonable
expectation of success) % & &1

Ko g SRR Ko R R ap RIEADHEA LRG> 10 ET
3 EBTALE LAL A Ao R R JRAR AT A ORI AR At B
B g LR SRR AL A TR R A A AR
2 A TR T Fol & B R fo CAFC 2 3R bR it e
CEREF-EIE S-S50 Y SR EIE L F It S S S A
CAFC T b Hjiers oh cnfF3uiF 5 40om ~ fogf B2 KR o ik " U faf on
FEAFEMRTLF RS RREFABRIBET 50 Fa X {2 b i
i ZgeApEbE b o dgr 21 ke b 0 CAFC $f TSM il shif » {ABBF » &
LR ERBLRT 3 KA LR PR TR B )
SR FRAE C A ehfk 3t B E 3] 2007 £ KSR A0 RSB - RARR 2 E R -

52 In re Deakins, 96 F.2d 845 (C.C.P.A. 1938).

153 541 CCPA 7 In re Shaffer, 229 F.2d 476 (C.C.P.A. 1956).— 28 cf HII S A i 75 80 T s | =5

*UEE?EJ\}SE{’EZ*A » [FIRFHL R TSR A A " HBor 215% - A Al sa bR Rl 2 A1y
FOAE ° MAE In re Helin, 309 F.2d 505 (C.C.P.A. 1962). F17ANeRE Ry S A fR it e 49y " Bt

1&‘3’5*5)3}\1’5&%%?’%@% RI] 33 7E Ks8It 250 -

> Robert W. Harris, Prospects for Supreme Court Review of the Federal Circuit Standards for

Obviousness of Inventions Combining Old Elements, 68 J. PAT. & TRADEMARK OFF. SOC’Y 66, 74-75

(1986).

WY e 89 H 77

158 See In re Dembiczak, 175 F.3d 994, 999 (Fed. Cir. 1999). SH&FoHE > Biigsr 44 - H 142 -

57 See In re Lee, 277 F.3d 1338, 1344 (Fed. Cir. 2000); In re Thrift, 298 F.3d 1357, 1364 (Fed. Cir.

2002).
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2007 = 4 " 30 p > FRIAREFFI TS0 BAT 30 £ Kk G €& b hg
@ & Gk 2 A —KSRv. Teleflex'®™ (## KSR %) 5l4=2 B % R ML - a3
FHETERFFL A EFHE S RB 2 p Graham - &5 0 R YA
oot e g AR N SEE 2 BP0 X% CAFC i * TSM #ipli2 eh3 34
C{EERNERNETERRANE M B2 K EBE 2 E
3avliehg GRS LR BET T A ED o N TR EFHE R hRE

Fie- fwmp o

VL

E-FRER

* %l £ Teleflex, Inc. ( #§ 4L Teleflex) % % M % 6,237,565 5L & | ( f§ 4 565
BLEAD) 2 BfHEL  ZEAIGRMA L3 T3 R PRI B07 A NHF S
PRI IR REZETAFN IR F s - A2 BE > R EHF DR
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160 KSR Int’l Co. v. Teleflex, Inc., 550 U.S. 398, 127 S. Ct. 1727 (2007).
O SRR RS SR - BAE ML AH A S IH Y JEREIT 5 R — 2007 4E KSR v. Teleflex $3R 1

B 0 153 1 > B 87-89 > 2007 £ 6 [ o
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163 Teleflex Inc. v. KSR Int’l Co. 298 F.Supp. 2d 581 (E.D. Mich. 2003).
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164 Teleflex, Inc. v. KSR Int’l Co., 119 Fed. Appx. 282 (Fed. Cir., 2005).
% BEEK > HIEEE 162 0 B 16 -
186 KSR, 550 U.S. at 421 (“A person of ordinary skill is also a person of ordinary creativity, not an

automaton.”)
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Y SRR = S & U B ERER 4

168 Justin Lee, How KSR Broadens (Without Lowering) the Evidentiary Standard of Nonobviousness, 23
BERKELEY TECH. L.J. 15, 41-42 (2008).

1% Justin Lee ££ Et%ﬁﬁ“fﬁéitﬁﬁlm’ﬁ% HBHRFER AR A HHEE&T%&E%?EUE’J

AEEMIS Z AHEENE - 2RE =5 - 55— - &l - I~ g2
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0 Nicholas Angelocci, KSR v. Teleflex: Obvious Ambiguity, 18 DEPAUL J. ART TECH. & INTELL. PROP. L.

293, 304 (2008).
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Y 1d. at 309.

172 sypra note 166.
13 1d. (“a person of ordinary skill often will be able to fit the teachings of multiple patents together like
pieces of a puzzle”).

74 Andrew B. Dzeguze, The Devil in the Details: A Critique of KSR's Unwarranted Reinterpretation of
"Person Having Ordinary Skill", 10 CoLuM. ScI. & TECH. L. REV. 1, 46-48 (2009).

175 Justin Lee, supra note 168, at 38.

18 1d.
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’ f:‘F
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178 Joshua D. Sarnoff, Bilcare, KSR, Presumptions of Validity, Preliminary Relief, and Obviousness in
Patent Law, 25 CARDOZO ARTS & ENT LJ 995, 1029-1030 (2008).

9 Steven J. Lee & Jeffrey M. Butler, supra note 196, at 922.

80 Todd Klein, eBay v. MercExchange and KSR Int’l Co. v. Teleflex, Inc.: The Supreme Court Wages
War Against Patent Trolls, 112 PENN ST. L. REV. 295 (2007).

1 1d. at 211-312.

182 Gregory N. Mandel, Another Missed Opportunity: The Supreme Court’s Failure to Define
Nonobviousness or Combat Hindsight Bias in KSR v. Teleflex, 12 LEwIS & CLARK L. REV. 323 (2008).
1% 1d. at 341.

18 1d. at 340.
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KRS % 17 G KSR NL § &2 HE T Lo 3 RIa g &
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- EmRYG e
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185 Jay Sandvos, How KSR v. Teleflex Should Change Your Patent Strategies, EDN news archive (May
16, 2007), http://edn.com/electronics-news/4314426/Expert-analysis-How-KSR-v-Teleflex-should-
change-your-patent-strategies, last visited June 16, 2012.
186

Id.
187 Sterne, Kessler, Goldstein, & Fox P.L.L.C., KSR v. Teleflex (KSR), THE REEXAMINATION CENTER
(September 7, 2009), http://reexamcenter.com/2009/09/ksr-v-teleflex-ksr/, last visited June 16, 2012.
188 Timothy J. Le Duc, Requesting Stays Pending Patent Reexamination after KSR: Unworkable

Standard at Play or no Standard at All?, 15 INTELL. PROP. L. BULL. 1, 3 (2010).
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189 MPEP § 2142 (Legal Concept of Prima Facie Obviousness) (2010).

MPEP § 2141 111 (Rationales to Support Rejections under 35 U.S.C. 103) (2010).
B 1d., IV (Applicant's Reply).
2 AAEN, - AiHEEE 161 0 H 9091 -
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1% MPEP § 2145 II (Arguing Additional Advantages or Latent Properties) (2010).
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19 Steven J. Lee & Jeffrey M. Butler, Teaching, Suggestion and Motivation: KSR v. Teleflex and the
Chemical Arts, 17 FORDHAM INTELL. PROP. MEDIA & ENT. L.J. 915, 919-921 (2007).
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19 James Skelley, Teaching-Suggestion-Motivation under Review: Developments in KSR International

Co. v. Teleflex, Inc., 13 B.U.J. SCI. & TECH. L. 107, 117-118 (2007).
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209 «Qbyvious to try’—choosing from a finite number of identified, predictable solutions, with a

reasonable expectation of success”.

210« nown work in one field of endeavor may prompt variations of it for use in either the same field or
a different one based on design incentives or other market forces if the variations would have been

predictable to one of ordinary skill in the art”.

2 «Some teaching, suggestion, or motivation in the prior art that would have led one of ordinary skill
to modify the prior art reference or to combine prior art reference teachings to arrive at the claimed

invention”.
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I M- EE G T AN E S > ZT AT AT g S B
FAEREEPN o EREJIFRAHEEJIEFE 425 0 ¥ 34 Damark £ Teague
B 5 R H P m LT 624 5% Tk A 5 om @k o ICON 7 JR A% 373
CAFC » i 3 58 & I 5 1B 90 8 1) ek 30 A 2L 0, & 5 38 0 et pesf 8

CAFC A |-+ :}F,“" - FBEEREE S AL FP A BT RAER > TR H A
SLARALT 515 P G S A BRI R BIRE T 0 R IR HI B IR T
Ak m g FI N o A Ak P o ka0 624 5LE {17 Damark L HR R R 5
TFRMEE R F R o hF WY KT 5B AE R ch Teague L Btk
B g EP A o fiDamark L BteenRt 32 pF > 2 Teague L Hptring 48R
Kfzid-2. c CAFC L E F & A B h7 FALE o jieir a2 2 B AR 07 > I 3
ARl aEd BEA HoRPH LT B IR d L2 P AT Hho s 4t Teague
T bk B ARt en L @ B 0 CAFC (335 % & Damark 2 Teague & 78 L % 4t

3
e f g d R AR e R B TR i L 4ot R
R R IR SR L PR P BB R P e ik - a0 e
RCAFC T AR A KT P W2 T AREP M & ot LBE gheiinh
AEFP Ty AR e MR A SIS A m Y o P EAFE LR
S - R > FrETAAY 2L KSR 2478 fehg s R0

FEAE? - ERBHENFIRDEE  ARARPF LT L34
?%@m’ﬁ?%é?%ﬁ%&%ﬂﬁi%ﬁ%?kpﬁﬁi’k%#g%%%
PrEFHF L BRI TRELf > LAY FSE- P

27 1n re ICON Health & Fitness, Inc., 496 F.3d 1374 (Fed. Cir. 2007).

218 Angelocci, supra note 170, at 320.

219 1d. at 320-321.

20 st EEE RN 5,000 2 10,000 (LAY A LA SRS LT - (448
e (BT R b > SRR 10 F) 15 R MBI EEE 13 (8557t - See Tom
Irving, Lauren L. Stevens & Scott M. K. Lee, Nonobviousness in the U.S. Post-KSR for Innovative Drug

Companies, 34 DAYTON L. Rev. 157, 157 (2009).
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CEN PRI LR TR R

Tk T EEERS &EP ¢ 4% (United States Food and Drug Administration,
FDA) emF 7 3 it b7 » SR EHRD T PFAGE 8 £ » s T & I8 B ALk
Lo BFREREE I LD E L AR FRE A N AP £k
o % AT dTde

)QF?%-? ¥R g 4 o £ WA ¢ 1984 £ id i Hatch-Waxman /2
TESLJHE > AR EEEFFDAPE L B ER

E SBT3 o %
73k Hatch-Waxman i2 k22 g b~ it > 35 E I 52 FRE e E L 7 1

\

SEEEHE e REFEFUL CAEHE B EAREFE S g
B NATER Y F 4]0 A2 5 [T %41 (follow-on patent) ***

ML B AT %1 ek 5 Xl i TSM WiRlE o G PR 15 F
B3 F PRRT g AR B RFE R 74 L2 KSR %A 7 I e

AR BB A % KSR # A 22 gk o KSR {4 45 17 A g # 5k 2]
kg o B IRmER S 5 V30 KSR 22 B £ B & fhgoor ~ Fi

23 G 0 d TR HAT g s (5 KSR PF R a2 B AT A pke
SRR TR o
1 KF#HFIF AP RT3 5 £ & flor 4
# Eisai Co. v. Dr. Reddy’s Labs. & Teva Pharmaceuticals USA, Inc.— % » CAFC
"Tgv‘KSR rhon N AR o Ak R4 Eisal o FF - i #5562 5Lz &
TE - PR 0 I R AR R A R A Rl T AR o 552 L% )
i & 7 ¢ % rabeprazole fit B4 F 2 H prd MaE o %40 F 2 F P Aciphex 2 1 &
=4 oEisal 2> P44 Dr.Reddy 7 % % 2 Teva &> @ 22 H L 448 42 E R &7 37
X B2 ELL AW 3F L AR b arenit £ > B LIk L & o
CAFC o % ¢ 12 Graham j# P| 5 48 » dp LEE M & Gren|¥Te JR A T
LRflEAneF LRt o d AR AL RS F Pl 4 F

GRS A SR E LS R L 2 SR R R T Y e
Flie A K R A A e LR s AL R AT AP

LT AR B SR B PN ER BN R T AR BRI R B L SR B R T
FEAESRNS - DU o ER B S Ar #E LV SERAIA - MR A S WAL - HETAESH AR
AR FELS T HFI{5 - See Michael Enzo Furrow, Analyzing the Laws, Regulations, and Policies
Affecting FDA-Requlated Products: Pharmaceutical Patent Life-Cycle Management after KSR v.

Teleflex, 63 FOob DRUG L.J. 275, 276 (2008).
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g m LA b v CAFC f—wj;}ﬂ Mo A0 S b ol E S s s et
FFIRRF I AT A AL BT RARE Y oA T F A ERE S 0 R LA

WA PR G AR ORI 2 AT E A andd o AAg TR L U RE

BEANEZIFPFE > {VEP 7 - 5% o CAFC X BRI P » L
FEF B VR TR AP R BN T B R R Tk ik
B TAEED BV SRRILDOIEA S R 5O RGRAT S R B T

L
ST fRATEE R 0 F - IR MR H R SRR R g s Bk g
Lol - ¥Rd & FRFFFHRUEAERS o AR CAFCE kX Rl A
PR G SR ip

T AR T OPERIERSE L 2 N B LR P L AR AL Em E

B e B A4S N R R EP A kR AW H

ZbEg M 4 dr o

Z Mt Eisal ¢ 220 KSR A f2en& foo A2 psslid @ * TSM & RIE > @
PERIFIFT ~EF S B chkR o TR BT B ERR A 2R S S A
[ Tk R R F KSR 9 T i AT o

2. CAFC ¥ TSM ¥Rz 2. B iZ & F 3Rbg v T2 R A

% Takeda Chemical Industries, Ltd. v. Alphapharm Pty., Ltd.??~ % ¢ » p %
Takeda 2> @t 1970 # R M- A TZD £ 4 > (0% § 4ok § R agi & > ¥ e g
i 4T G R 2 duft o Takeda #-2 4L 5 pioglitazone » %% ACTOS(R):1 &
T B RS 2 AR X e 501999 & F B R E AR < e o

Takeda I 122 B~18 f§ £ 777 5.2 % 4] - 44 Alphapharm = A LE &
B0 BB P 7 pioglitazone & 4 2 37% > ¥ v 2 RS S84 F 4k ﬁ—’iéﬁ?
P F 5% o Takeda  z_ ¥+ £ Alphapharm =2 # % 4[4 - » Alphapharm p| * %

AETTT BB 17 P2bhgm b ol s g ox o
CAFC 7 Takeda % ¢ ' Frdp ) > j&0k § /2 fx & KSR 0L 2 ¥ 4 > Graham %
L) ST 5 B AR 2 ofheng AR ek kY CAFC gl if o ¥4
CAFC &4 % ¥ TSM iRz chig * 177 - FP > Hig & g2 KSR P
v %7 TSM &Rz 27 Graham o & 4R 5 285 % > F 12 L0 TSM #pli# 2
BN E R B 0 kB E e Bor o FREALTE G RS R APH AR
LT 1 #ﬁ‘f—‘ﬁ AP Nk RS A TS e 0 2R e b et ¥t iy B

%22 Takeda Chemical Industries, Ltd. v. Alphapharm Pty., Ltd., 492 F.3d 1350 (Fed. Cir. 2007).
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g EheheodkT 2 > FRLLEY TSMARIZ - $WE L2 P deivg -
pch o EF T Takeda - (¢ »d AL RAIE - B EAH T EEREAT

?;ﬁﬂ%%%ﬁﬁ%ﬁﬁﬁﬁﬁﬂiuﬁgﬁ\ﬁauwwbﬁ JaE i

E

Ak At sl 0 BV E R PE FH S 42 Alphapharm 2 # 4 % > KSR
FRARATAR g KA R > P oo arfain N U
PR L ¥y FEEEY - B0 S BT RAGRA G LA PR

TR T2 o A% R4 Takeda > @A nfFe(si3 r m E® TZD i+ £ F
(pioglitazone ) ff #* & p fERE ¥ & Fenid & A5 2 R BRI FP L i
f ok drefe CAFC 2 drippt fE4 sk Hip 1 27 iy i iTL ¥ & $(lead compound )
ZEFFEFR L L2 EBEADFTEFE-HFY X HETALE LA
mPGTE g o e P EHAEC S ERL s A2 v RGBT IERE
REEAHIFHYE, FL L L EERT R ok iAo A

}iﬁ7%%ﬂ&ﬁﬁiiﬁﬁﬁﬁ%mm&ﬁa%ﬁ’gw@%%ﬁﬁﬁﬁi

ﬁ#ﬁff""‘\*%‘sﬁfé’u é‘uk\;'nlmx'*b# r-t g?]"ﬁ‘:}%? mx’-%‘_"i‘g\jih— 5
T FAafERRY o R AL R L o

CAFC % Takeda % B /1 R 2 fiwd > E BT i 2@ * 1 TSM &R -
fo KSR 1 eng w| @ f % T12d | (reason) — @B~k 7 TSM & Bli# chdc T ~ fx
FAed o v kB Bt R REEP G & AR

3. A B KT

% Aventis Pharma Deutschland GmbH v. Lupin, Ltd.?*~ % > & % Aventis -
Pej 7225 kL &A1 5 - 3 e it &5 ramipril 0 84 o 444 Lupin 2 P
w FDA & 9 f§ 5 #7% ¥ 3 (Abbreviated New Drug Application, ANDA ) » # % #-
# 7 ramipril shg £ & 1 3 o Aventis 2 & i 24 Lupin =3 B B {2 fedp ) o
ramipril 2_ i ?.‘%ﬁ%ﬂ% WEARE IR E g oo L A Hogiw 258 5L E 1 4rdh

» 722 BB I E R & ramipril (it § = A fp i@ B AT o & 0

WDNM%?’?ﬁﬁé%@%%iﬂgﬁwﬂﬁﬁgﬁ@gﬁ¢ﬁi$@,%

CEER MRS SN RGN Y YL R TR s S R S I

2 RAFNAZE CAFC S E SIF I B » 352 R A B SEIUE >~ 3R -
224 Aventis Pharma Deutschland GmbH v. Lupin, Ltd., 499 F.3d 1293 (Fed. Cir. 2007).
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i SR AT A b doehiT L o

4, BRI T E . 4]

% McNeil-PPC, Inc. v. Perrigo C0.2°~ % 2 McNeil-PPC 2 2 3+ 340 55

LAER B KK T AR S TR Mk LB ARBY o
s> —famotidine % #|f& | #7% = > H ¢ famotidine ¥ %ﬁ“é T Ng ARE
BORPrF] S A o FIREAIR T P foi fh oo iR e & ek LA > famotidine &
FRGE ¢ B R R AR £ g > Bkt 5K o @ 340 3% b ey
#E - ¢ F famotidine 0= 2 > I AAIFH sF o - Fa L I 3RS
F AT T A fRAT RO R AR enfiR T % & famotidine 2 F paR > ¥ -

iﬁﬁzﬁg,@ 7 defe f24- famotidine »c# *F Mz 2 2 o Bl BEAT R EAR R E
¥Awdg Bk o B famotidine 2 FIptAlG £ 18 0 £ R * A Hpieih g 2 2 2
WA FE R e kL 30 E P S kEa b o

FY hAeR] F AT 60 CAFC 2k ¥ 7 fo o o286 05 5 CAFC % 22—
ZRb AT E RS » Aot o VIR T g ¥ TSM faipli2 > KSR =4
At itz enit* F38 CAFC i * #4274 £ 7245 1 o

M :T‘fé‘lj%a*fr.ét;—% 1 » R fEATA B a0 i & KSR 245 > ik R Pt cn TSM
Kol 5 L7 M A L?E%;Trﬁ % s ()4 ¢ Eisai Co.% » % CAFC Bt & f3% 7]
REIPFEN A A E Bl AR S Aventis k¢ 0 ERHFE G P AR N B
W TR AR B ey 7 1 MeNeil-PPC, Inc. R ¢ 0 & ok w i
w3 B rEdp g & famotidine % 1AL 2 Fom e n Bgm B v Rl R0 g d

R KT B A A @ B ke L ars B ) e A KSR & 15
CAFC #2351 KSR 2| i1 77 2 SB{+ 2| 87454 - fahm 2 72 B A1IE 3 A e fmst

Bm kvl o

2P PEAgR
d A R L L SRS T A S E L L NE 60 &5 A B
B2 e i g DNA %A fiFena 3 - 2003 £ f £ B S 7454 2 & 8 F =

25 McNeil-PPC, Inc. v. Perrigo Co., 516 F. Supp. 2d 238 (S.D.N.Y. 2007).
226 1953 A E[R K BLER}E2 57 James Watson Eil Francis Crick BRI 43474 DNA B4 F-45 5 IHi8
BT TAEVIWRRIT R - 2 SEES T8 > VRN R 2 AR » H BVAS S > 199

HA > H 41-42 > 2011 4F 12 H -
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KEREJZ4rH2 0 b oz LR

DNA %5 » &% 4 # A %2234 |, (Human Genome Project) %" > p st 4 4 F

B {E-pF2  $FEIhigkey KIIFFLE GBI PG o &b
PR G PR R s R MR A A E M AR R R i
AFIFR B s I L £5% 7 970 F HAFURE {IILans §
FRA - CAFREEBF LM o mFLRATF 2 p R A (product of
nature ) ¥ 2L E & ¥ & J M4 AE L S r@ﬂ’i‘y[@; B A ERT A B
FHFA S PHECEDOT AR S S VISR Db MA C RIRG T X KA
FIEEF B2 AR - AR E R B RE A G - &
;mj@wwzmﬂﬂﬁ&ﬁ%m\%&’A*Aﬁﬁ&ﬁiPﬁ%ﬁ?%ﬁi
PEA 0 p A A el iEF o~ e s AT

BRapw iR ERATTROT B L R HhBGE1 AEATAE A
B 1A aEg B o FAFIFN2ZEF Al p B F XEBEE M 0
22 PP EFER LGN 0 55 a‘izﬁﬁ??ﬁ#ﬁ%‘f kL S0
MEAUHAT R N RN KRR LA AR F EF M FRAFHE
FRg > SEEJFIAS MEEF BFFL R E o #J%?;i H iR JIEH A
k2 R R B AR s 5 e s s 2R AT e
rsE B Bk £ W R 7§ B (National Academy of Science, NAS ) e7 %4~ 1

BERIPDEINFFAECT AP RERERIAFE G L g UgHAT
232

A‘h

AAGLATFIFT NS B E S L B 2 T SR R E

2T FagE > NJERRARETESER T 0 RIE2EEE > 365 1] » B 76 > 2003 4E5 H -

28 s~ T RiTHEEE 226 0 EH 46 -

2 TS > SR o RIS SRS > 49 1 > EH 38 2006 £ 3 [ -

20 S RAFEANE R AT AN IE S s - TTSHY (G SRR A — DA E (g 8

e Ryrs - Y BRNARIBLIE Bam L8R (— ) H 26702006 47 6 H (JFSg# : BEMEEAT

67 H > 2004 7 H ) -

PSS TR BB 226 0 H 47 -

22 SRS HIEEE 2290 H 38 ¢

2 i E N B AT A (BB A B RS B iR R Y i i 5 B e — I 5= 57F

FESeg s - o - T8 0 §iiEEE 226 0 H 47 - 534b - TERA Z BEARERY RS (eligibility )

il b B ABedT sk Mayo v. Prometheus —ZEHr#5H (1) HZUER] (law of nature ) AR5

A EFEREER M 5 (2) 25 B AR FE &R il S o B R RV EA I - IR BLEAE

FE - $AEZ - TEF B ANERIZ SV B HES MY E B BRI Ea B H T EANE - BRANE R

& ja 5 —TE E ZA7ERI] - See Mayo v. Prometheus, No. 10-1150, slip op. at 8-9 (U.S. March 20, 2012),
88



$TI % 15 KSREEAm2EE b kg B

EAFFTEEAR UL P o P X aara g AP hg 1 - 79 B in
FAFAF Pl 2 S DNA BRI s B ¥ sk ¥ e 5 43 5
B b ™o A CAFC eh f33n s » Tl AT HFe $h 7 2B hdy T4 &
R R &% He FAFGDNA R m2lgm b v (B g7 &l .

tInre Bell™ % 5 60 % § A R P MA7I(¢  DNAZ RNA A 5)) >

Pl - BT G R 2 AR E TS S A M A TR F TR
GRARFAELES cF T A0 EREJIFRAY FENES T 0 2 1D
CNmoiﬁﬁﬁgﬁééﬁﬁﬁﬁw%@iwﬁﬁ o ¥ G- RABRE Y
S AR IR B T fede i A B 2 AT i Py P R Rl 2
e @M CEGRABEXZATZ B DB F7 BEZAFLT
Feh o d A FIRBLEAFN 0 AW HIRE L ARBEFIFEIVY - 4
PR AT Ao b BORAR B S A R L 7 R R ERN B
R T R PR S AR LA AT S FRT AP HRAE R
@ %o iz CAFC fuh % 3 Hped 3 A4S PIAF 0 ehdorm & fag - sedina k&
T LR RS LR

% & InreDeuel®%? > £ « - DNA 2 CRNA 2 » 3 » %A 3 (A%
e Bl E (39 F) 2545 o AR hAHPEaraihg N3N LA E 7
CEEPFEGRLR ARG FEZADBIFEE Y - For ATFEE S E DA
A 0 R TSRS B0 T2 DNA A5 %885 5 sve § % 4 1 375 CAFC
6> CAFC “r# A f22r Inre Bell 34pk > 33 Ao ppwy Fm e kL PR 7
TR 2 RN F 0 R RURLREGE AN Sl b e FA Y el A U
0 RN AR A SR PR S Y R S AL PR A - &
CAFC sl & I A TR L R g2 4% FRIL AT ERRPEAE 3
%ﬁﬁé’i%—ﬁgiﬂﬁgmo

d FPAHAT s S R R A m e thg 0 k- B9 Feohg ARE

b

available at http://www.supremecourt.gov/opinions/11pdf/10-1150.pdf, last visited July 2, 2012.

24 Kate M. Lesciotto, KSR: Have Gene Patents Been Ko’d? The Non-obviousness Determination of
Patents Claiming Nucleotide Sequences When the Prior Art Has Already Disclosed the Amino Acid
Sequence, 86 WAsH. U. L. Rev. 209, 211 (2008).

% n re Bell, 991 F.2d 781 (Fed. Cir. 1993).

28 In re Deuel, 51 F.3d 1552 (Fed. Cir. 1995).

27 1d. at 1559 (“Obvious to try” has long been held not to constitute obviousness.)
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Pl 8 P DNA B 7 EE S BEm b e BN ARET g2 0 d i R &

2
9 T DNA Bz 2bbgm b oo 700 B o mdept B2 & KSR 24

SHES B TRPE O WY S dpd o B S P KSR R T m BB A
LEEA b i A R E R B

=8 InreKubin 2987 ¥R2R A2 €75
KSR 2[iktad s > 2 R &R SIGFRE T2 @apb Fhe 12T 54
fe— B35 KSR F 1AM G AR S P Hordhm cn LR & f @ g % 0
G FAERM® 485 ¢ (predictable art - i &rﬁﬁﬁ‘*ﬁép ) T AILE S
%7 ¥ IEp R B a4 5 (unpredictable art) 2p]4 % - & 5] CAFC &
2009 & F B A F1 A 7] & 44700 re Kubin®®% ¢ i 7 KSR& 22> ¥ L A ¥ @
TERRRL GBS E IR b oo nd A% 7 v CAFC 2n i KSR

FRFRRAD TP O] AR SR T R

F-FAER

A% % % 4 Kubin 2 Goodwin 4w &4 32 @ Amgen 2 £ 4 Fo # orv
24 P E P s p AAME (natural Killer, NK) ‘e i i 24 e g8 (cell
activation inducing ligand, NAIL ) % *x2_ % % HEL o NAIL - fwPe & 6 izt £
o P NK e 4o 1A s NKmez B (o & NAIL BRI 7 103
a NK fmrz 74 i > 7~ e ge prdldp b 20 L5 F s o & 38 P 2k NAIL % Ps2
ARG FAE- H AT TR kg NAIL § k2 f PR B AT e
Hgm s NAIL 2 - @ sodev 7 CDA48 2 3 & B %2

* %+ 2x 3 CAFC & - Eli Lilly ~ Novartis ~ GlaxoSmithKline % ~ Z g 2 4 4
Hojird ¥ w3 (Biotechnology Industry Organization) ¥ # 412 2 x L L% * &

28 | esciotto, supra note 234, at 213.

29 ZEi > HERSJRIVEATT 5 2 — 3% In re Kubin » JE25%0#E4 - 28 1 > 2009 4£ 9 30 H »
http://tw.naipo.com/portals/1/web_tw/knowledge_center/Biotechnology/publish-6.htm ( §%1%:%1& H
2012/07/04 ) -

9 1n re Kubin, 561 F.3d 1351 (Fed. Cir. 2009).

2 e o 12 In re Kubin 28561 1% KSR BRI AL YIRS > BEIT S A0 E s i At

AT - 128 B » H 57 » 2009 8 A -
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# Amgen 2 #2%: & % CAFC #icél & {1+ 3+ E v % £ R € (Board of Patent Appeals
and Interferences, BPAI) #1if2_ ji-2 > A5 H XPhP 2 BBV L — 3 o

¥~ B

- ~Inre Kubin % £ gt
AEIBEA > - A2 Ykt RMRGRE AAR T A 2 0 A TR AT
j%&ﬁ'-n"v 5 e Q

= s E:'T'U FWEFERLER 24T

L4 EBRL R 6 (BPAI) & Ex Parte Kubin®®+ fe priad5 & 412 103
g 112 ﬁj£244++g,5‘ Kubin % e 435 o a2tlgam & soibeng 42 5 2 BPAL B ¢
- Valiante & ﬂ ~ Sambrook ~ Lﬁ’% 2 2 Mathew = L’;Je f s A % 2o L Hopke o Valiante
LR - 25 3B L M FS o 10 E - V4R B & p38 2 B $hfukl CLT -
BPAIzu & (2 F3r A A5 )3% p38 39 F &2 NAIL % 4pke 2 3= 5 > @ Valiante
£ 41?5 & p38 2 DNA & 30 F R 7|7 %v} PHOSITA #1icenis 325 2 B 17
By @A I 3n Sambrook < 1,% frgkasn 20 P E o 3 3% Mathew < }I% ¢ R T -
EH2BA G PP A ] B AR Y Y A SR P38 B o 52 VR 20
# PHOSITA %zrfa;fﬁzl P ¥ LIENERE TR - 4p 0 30 B2 cDNA- 2t ¢t » BPAI
WwE At Valiante #r#0 @ 20 H tky88 CL1.7 > 12 Sambrook ##k 7w 2 & kL=
% A 3 ks NAIL -9 B 2. cDNA > 42 1132 cDNA 2 > £ e & 7 -

F b oorat o BPAL R %4R B E il F ﬂptﬁtrﬁ'? v zar ] 4 4 NAIL cDNA 2
Bl B E* Sambrook #t4hon chid 52 % 2T Valiante #rh7n 9 p38 F-v B
Fooom s g NAILCDNA ©» 32 2. » F 7 4 2 30 NAILCcDNA 22 £ 37m 5 4

—_Ef‘ii,{h“\«xg’#fr""—\’w&?m 5 aem A B l% «é—?? IJ}"

22 [ERiEE > H 56

43 83 USPQ2d 1410 (Bd. Pat. App. & Int. 2007).

2 BPAI BR By %P B ZEFT 5 2 B AT AR (BRI 5 0 2 B ABEE
T 2 (BB E I S SKIHEEIA - AR DMEAR DT ISR B 73R 5E © 2 2 Reklg 22-221 HRR[E
AT EES - R BPAI 58 5 Eaff AATEMS H AL S 4Rt 800 E R Fer 35k 2 2 EHE

Z DNA 73y EARESEFH KA - SRS - Aifast 241 > H 58 -

2 JiigERE o [EIRTEE > H 58-60 -
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FE N R RS = A S ol R

= s Emicde iRk R (CAFC) 2

+ 77 4 43k Valiante % 41 Sambrook < AR FFRFRT L;fé_#; &t FF
BPAI 2 %@ % svensd - CAFC 273 & 18 > 3u i Valiante & 417 §F &) 12 #73%
% 0> 3t p38 P iRt 3 7 oo it BGE PHOSITA jm f 17 #i5-2 3
P e o w3 2 0 CAFC iw» BPAl = &5 ¢ ?éﬁ%fﬁﬂ:f‘:ﬁéﬁ CIRE PR A G
Valiante & 4] Sambrook < LI%L oo ¥ A 3 d NAIL 2 A %) o I ¥ CAFC »
F£3% Mathew v‘lgkﬁ»’s:f?.% GERIT R 2B4 Fv B R E R e P K2 2B4 5 A2
NAIL (p38) z_4p & # » & Mathew <~ 1,;‘%1 A F v 3or 22 Valiante & {12 % & >
A & ¥ > Mathew = Jgkia‘%g’é # %% Valiante i >t p38 3-v ?_’TZ{ H A NK fmre & i 2

¢ 2% 0 F @ { ¢354 PHOSITA 2 45+ @ 4 & 3 % #% p38 2 AL 7] -

P A RS & £ CAFC 4 £ BPAI #3° CAFC & 8 4 F= Fojiegd o 2L B8 @

Fold H A guE £ F Ay 0 © 8 Inre Deuel & &

& ¢ BPAlIR: @ Hopr
S - v FRR R A AR T S i bd T DNA S S 2 A 4 A
e CAFC #icdd BPAl 2_ &% » T B+ B id R AT 24 & H|¥r2bigm b ofd o
Bl 0x o ¥t BPAI Rl3asEInre Deuel 2 env 8% 472 ma i - 3 CAFC A% %

TAHT EFERM B R 2 e KSR 29 Rl 1B F 2 RR] & F &R

R T e R R R T LI RN SNy
F‘:%\mb J‘r':-z-‘ﬁ)\ KQEE‘?’“ f% ,iﬁ?;}ijﬁ-ﬁl{”ﬁﬂ—’_ﬂ /[’~lf\‘:l gﬁ"f," ;T\‘le%

@AY s A R EEERT AL T R RAIATE WL - e
W F s Fa 4 B B2 10308 fenztiga b P o CAFC A %Y
 BPAI 2. &, & >33 5 i f& Valiante & 412 Sambrook < J§J<$ TR & =l 1B S
K4 PHOSITA a3 & R 39938 P2 A7 2 v SRIFHH 5 -

HIFAGTEPRBADRMREEVIEY T ER 0 2 e b va 2 L F

'p"_‘g;ﬂ’}llfg_o

% ~ Inre Kubin % 2. 2 58

- ~ KSR |38 % 3 % ¥ TR 1R B 2 $Lirip s
— A P 3T B A B BN L R T SRR 4R B (unpredictable

26 KSR, 550 U.S. at 421.
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arts) » 22 KSR #Tad@erf i ~ 2 4538 3 %] o 2 CAFC & In re Kubin P 7z % 7+ 4E
4 % KSR &L 2R g & T 3giplgti ; (predictablearts) *7 > xdq 9t b £ 4
AR B ¥ A s AT R AR R £ 3 T SRR - F L B Sambrook
VTR R AR LA PN AR TR AE A - ¢ LAk
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Case

Teaching Point

Combining Prior Art Elements

In re Omeprazole
Patent Litigation, 536
F.3d 1361 (Fed. Cir.
2008).

Even where a general method that could have been applied to
make the claimed product was known and within the level of skill
of the ordinary artisan, the claim may nevertheless be nonobvious
if the problem which had suggested use of the method had been
previously unknown.

Crocs, Inc. v. U.S.
Int'l Trade Comm'n.,
598 F.3d 1294 (Fed.
Cir. 2010).

A claimed combination of prior art elements may be nonobvious
where the prior art teaches away from the claimed combination
and the combination yields more than predictable results.

Sundance, Inc. v.
DeMonte Fabricating
Ltd., 550 F.3d 1356
(Fed. Cir. 2008).

A claimed invention is likely to be obvious if it is a combination of
known prior art elements that would reasonably have been
expected to maintain their respective properties or functions after
they have been combined.

Ecolab, Inc. v. FMC
Corp., 569 F.3d 1335
(Fed. Cir. 2009).

A combination of known elements would have been prima
facie obvious if ~an ordinarily skilled ~artisan would have
recognized an apparent reason to combine those elements and
would have known how to do so.

Wyers v. Master Lock
Co., Wyers v. Master
Lock Co., 616 F.3d
1231 (Fed. Cir. 2010)

The scope of analogous art is to be construed broadly and includes
references that are reasonably pertinent to the problem that the
inventor was trying to solve. Common sense may be used to
support a legal conclusion of obviousness so long as it is explained
with sufficient reasoning.

DePuy Spine, Inc. v.
Medtronic Sofamor
Danek, Inc., 567 F.3d
1314 (Fed. Cir. 2009).

Predictability as discussed in KSR encompasses the expectation
that prior art elements are capable of being combined, as well as
the expectation that the combination would have worked for its
intended purpose. An inference that a claimed combination would
not have been obvious is especially strong where the prior art's
teachings undermine the very reason being proffered as to why a
person of ordinary skill would have combined the known
elements.
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Substituting One Known Element for Another

In re ICON Health &
Fitness, Inc., 496 F.3d
1374 (Fed. Cir. 2007).

When determining whether a reference in a different field of
endeavor may be used to support a case of obviousness (i.e., is
analogous), it is necessary to consider the problem to be solved.

Agrizap, Inc. v.
Woodstream Corp.,
520 F.3d 1337 (Fed.
Cir. 2008).

Analogous art is not limited to references in the field of endeavor
of the invention, but also includes references that would have been
recognized by those of ordinary skill in the art as useful for
applicant's purpose.

Muniauction, Inc. v.
Thomson Corp., 532
F.3d 1318 (Fed. Cir.
2008).

Because Internet and Web browser technologies had become
commonplace for communicating and displaying information, it
would have been obvious to adapt existing processes to
incorporate them for those functions.

Aventis Pharma
Deutschland v. Lupin,
Ltd., 499 F.3d 1293
(Fed. Cir. 2007).

A chemical compound would have been obvious over a mixture
containing that compound as well as other compounds where it
was known or the skilled artisan had reason to believe that some
desirable property of the mixture was derived in whole or in part
from the claimed compound, and separating the claimed
compound from the mixture was routine in the art.

Eisai Co. Ltd. v. Dr.
Reddy's Labs., Ltd.,
533 F.3d 1353 (Fed.
Cir. 2008).

A claimed compound would not have been obvious where there
was no reason to modify the closest prior art lead compound to
obtain the claimed compound and the prior art taught that
modifying the lead compound would destroy its advantageous
property. Any known compound may serve as a lead compound
when there is some reason for starting with that lead compound
and modifying it to obtain the claimed compound.

Procter & Gamble Co.
v. Teva
Pharmaceuticals USA,
Inc., 566 F.3d 989
(Fed. Cir. 2009).

It is not necessary to select a single compound as a "lead
compound" in order to support an obviousness rejection. However,
where there was reason to select and modify the lead compound to
obtain the claimed compound, but no reasonable expectation of
success, the claimed compound would not have been obvious.

Altana Pharma AG v.
Teva Pharms. USA,
Inc., 566 F.3d 999
(Fed. Cir. 2009).

Obviousness of a chemical compound in view of its structural
similarity to a prior art compound may be shown by identifying
some line of reasoning that would have led one of ordinary skill in
the art to select and modify a prior art lead compound in a
particular way to produce the claimed compound. It is not
necessary for the reasoning to be explicitly found in the prior art of
record, nor is it necessary for the prior art to point to only a single
lead compound.
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The Obvious to Try Rationale

In re Kubin, 561 F.3d
1351 (Fed. Cir. 2009).

A claimed polynucleotide would have been obvious over the
known protein that it encodes where the skilled artisan would have
had a reasonable expectation of success in deriving the claimed
polynucleotide using standard biochemical techniques, and the
skilled artisan would have had a reason to try to isolate the
claimed polynucleotide. KSR applies to all technologies, rather
than just the "predictable™ arts.

Takeda Chem. Indus.
v. Alphapharm Pty.,
Ltd., 492 F.3d 1350
(Fed. Cir. 2007).

A claimed compound would not have been obvious where it was
not obvious to try to obtain it from a broad range of compounds,
any one of which could have been selected as the lead compound
for further investigation, and the prior art taught away from using
a particular lead compound, and there was no predictability or
reasonable expectation of success in making the particular
modifications necessary to transform the lead compound into the
claimed compound.

Ortho-McNeil
Pharmaceutical, Inc.
v. Mylan Labs, Inc.,
520 F.3d 1358 (Fed.
Cir. 2008).

Where the claimed anti-convulsant drug had been discovered
somewhat serendipitously in the course of research aimed at
finding a new anti-diabetic drug, it would not have been obvious
to try to obtain a claimed compound where the prior art did not
present a finite and easily traversed number of potential starting
compounds, and there was no apparent reason for selecting a
particular starting compound from among a number of
unpredictable alternatives.

Bayer Schering
Pharma A.G. v. Barr
Labs., Inc., 575 F.3d
1341 (Fed. Cir. 2009).

A claimed compound would have been obvious where it was
obvious to try to obtain it from a finite and easily traversed
number of options that was narrowed down from a larger set of
possibilities by the prior art, and the outcome of obtaining the
claimed compound was reasonably predictable.

Sanofi-Synthelabo v.
Apotex, Inc., 550 F.3d
1075 (Fed. Cir. 2008).

A claimed isolated stereoisomer would not have been obvious
where the claimed stereocisomer exhibits unexpectedly strong
therapeutic advantages over the prior art racemic mixture without
the correspondingly expected toxicity, and the resulting properties
of the enantiomers separated from the racemic mixture were
unpredictable.

Rolls-Royce, PLC v.
United Technologies
Corp, 603 F.3d 1325

An obvious to try rationale may be proper when the possible
options for solving a problem were known and finite. However, if
the possible options were not either known or finite, then an
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(Fed. Cir. 2010).

obvious to try rationale cannot be used to support a conclusion of
obviousness.

Perfect Web Techs.,
Inc. v. InfoUSA, Inc.,
587 F.3d 1324 (Fed.

Where there were a finite number of identified, predictable
solutions and there is no evidence of unexpected results, an
obvious to try inquiry may properly lead to a legal conclusion of

Cir. 2009). obviousness. Common sense may be used to support a legal
conclusion of obviousness so long as it is explained with sufficient
reasoning.

Consideration of Evidence
PharmaStem Even though all evidence must be considered in an obviousness

Therapeutics, Inc. v.
ViaCell, Inc., 491
F.3d 1342 (Fed. Cir.
2007).

analysis, evidence of nonobviousness may be outweighed by
contradictory -evidence in the record or by what is in the
specification. Although a reasonable expectation of success is
needed to support a case of obviousness, absolute predictability is
not required.

In re Sullivan, 498
F.3d 1345 (Fed. Cir.
2007).

All evidence, including evidence rebutting a prima facie case of
obviousness, must be considered when properly presented.

Hearing Components,
Inc. v. Shure Inc., 600
F.3d 1357 (Fed. Cir.
2010).

Evidence that has been properly presented in a timely manner
must be considered on the record. Evidence of commercial success
is pertinent where a nexus between the success of the product and
the claimed invention has been demonstrated.

Asyst Techs., Inc. v.
Emtrak, Inc., 544 F.3d
1310 (Fed. Cir. 2008).

Evidence of secondary considerations of obviousness such as
commercial success and long-felt need may be insufficient to
overcome a prima faciecase of obviousness if the prima facie case
is strong. An argument for nonobviousness based on commercial
success or long-felt need is undermined when there is a failure to
link the commercial success or long-felt need to a claimed feature
that distinguishes over the prior art.

7k kR - USPTO Notice, 75 Fed. Reg. 53643 (September 1, 2010), available at
http://www.gpo.gov/fdsys/pkg/FR-2010-09-01/pdf/2010-21646.pdf, last visited July 4,

2012.
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