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BBC News, Taiwan to Ignore Flu Drug Patent, 2005/10/22, at http://news.bbc.co.uk/2/hi/asia-pacific/
4366514.stm; Deutsche Presse-Agentur, Taiwan issues compulsory ylicense for making Tamiflu,
2005/11/25, at http://news.monstersandcritics.com/health/article_1064565.php/Taiwan_issues
compulsory_license for_making_Tamiflu; Kathrin Hille, Taiwan Licenses Tamiflu for Local
Companies, Financial Times, 2005/11/26~27 (weekend edition), p. 4. .

TR AR ATREL SRR I TR IR R VR 030 7] 291

A5 26 o

Paris Convention for the Protection of Industrial Property (1967).

4 WTO Agreement on Trade-Related Aspects of Intellectual Property Rights (1994).
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04,



HKENEFR TR EHARNY TRIPSE €552 a7 3

B TER R AT B0 L4 R S R RN 2 A T RIS
br¥ B 18321836 £ chE 2 TR F AR A FaL A BN Ew%?
%Wﬂdm4ﬁmmm%?/ﬂa$# EP R e 1877 E LR i
B RRZEPN By R B R AR R A S g
PoschL ] FH 1883 E2 A2 L AR TE R FF o T E N e B
WL R e Tl AR

i

| =

A AEFR ALY B ﬁ,agfgﬁ%%ﬂﬂ Ehe A B ERH
F 3% ot 1869 & A g gﬁ;m’@uikﬁw’aﬂiﬁﬁﬁﬁi%ﬂw
Bonk Bk e THedl | b o B4 RA e Tap R, EH 2 F 0 Y A
EEGEIFIRF 2 2 B# P HRERER L r A TR 0%, A4
iﬁﬁﬁﬁmk%o@%%?L;m%mmﬁkg‘ﬁﬁéé%%* WL ALE
P15 - Bl A iR {08 - n 3 SRR g9 Kb 0 7 dod S 2
PR R R A KD AR ER RGNS PFRAHET AR T3

1‘—;4
g;

‘\1

1 English Statute of Monopolies of 1623, 21 Jac. 1, ¢.3, the origina source of Anglo-American Patent
Law. URL http://ipmall.info/hosted_resources/lipa/patents/English_Statute1623.pdf I?Zdi A F
1 VPR T VR o (N R R P RO A P PR T
F'FJF“%J‘ F{|f#: - ARTHUR R. MILLER AND MICHAEL H. DAVIS, INTELLECTUAL PROPERTY: PATENTS,
TRADEMARKS, AND COPYRIGHT 5 (1990):2,# £ TJ; Fllye=e i R LR 5T X 0 "Provided
also, that any declaration before ment|oned shall not extend to any letters patents and grants of
privilege for the term of fourteen years or under, hereafter to be made, of the sole working or making
of any manner of new manufactures within this realm to the true and first inventor and inventors of
such manufactures, which others at the time of making such letters patents and grants shall not use, so
as also they be not contrary to the law nor mischievous to the state by raising prices of commodities at
home, or hurt of trade, or generally inconvenient; the same fourteen years to be acccounted from the
date of the first letters patents or grant of such privilege hereafter to be made, but that the same shall
be of such force as they should be if this act had never been made, and of none other.” Section 6,
English Statute of Monopolies of 1623.

" S RTINS I AR TR PR o R -
FF BT s 3k - B. Zorina Khan, An Economic History of Patent Institutions, EH.NET
ENCYCLOPEDIA, edited by Robert Whaples. http://eh.net/encyclopedia/arti cle/khan.patents (2006).
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' Sec. 22, UK Patent Act of 1883. See CORREA, supra note 9, at 3. 4L = kLo Gt BIaE [ ~ [ f=9E
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right) - Khan, supra note 12.

Khan, supra note 12.
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¥ Khan, supra note 12.

% «Each country of the Union shall have the right to take legislative measures providing for the grant of
compulsory licenses to prevent the abuses which might result from the exercise of the exclusive rights
conferred by the patent, for example, failure to work.” Paris Convention for the Protection of
Industrial Property (1967), Article 5A(2).

21

“Forfeiture of the patent shall not be provided for except in cases where the grant of compulsory
licenses would not have been sufficient to prevent the said abuses. No proceedings for the forfeiture or
revocation of a patent may be instituted before the expiration of two years from the grant of the first
compulsory license.” Paris Convention for the Protection of Industrial Property (1967), Article 5A(3).
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2 GATT Doc. MTN.GNS/ING11/W/71 (May 14, 1990), MTN.GNS/NG11/W/57 (Dec. 11, 1989),
MTN.GNS/ING1L/W/48 (Oct. 26, 1989). 1990 # 11 *| 1 E'Emgﬁ%gfll > FEIF sl - K S
# - MTN.GNG/NG11/27 (Nov. 14, 1990).

% GATT Doc. MTN.GNS/NG11/W/14 (Nov. 3, 1987).

# GATT Doc. MTN.GNG/NG11/W/68 (Mar. 29, 1990), MTN.GNS/NG11/W/70 (May 11, 1990),
MTN.GNS/NG11/W/55 (Dec. 8, 1989), MTN.GNS/NG11/W/51 (Nov. 29, 1989).

% Agreement on Trade-Related Aspects of Intellectual Property Rights, Article 31.

% Agreement on Trade-Related Aspects of Intellectual Property Rights, Article 31.

27mﬁwfﬁﬂw’w%ﬂﬁwaﬂ<VW@ﬁWﬂm ’wﬂfWﬁiﬂ<V#%[;W>
B 5 - S fﬂ filie P 1 187 (2000) « 7 TRIPS f7E57 31 FE()FH - £ 5] ﬂi%[jb
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% GATT Doc. MTN. GNG/NGll/W/76 (Jdul. 23, 1990).

# GATT Doc. MTN.TNC/W/35/Rev.1, Article 34 (Dec. 3, 1990).
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Tﬁlﬁﬁﬁ‘]‘ i it %2 B Terence P. Stewart (ed.), The GATT Uruguay Round, A Negotiation History
(1986-1992) 2295-2296 (1993).

DANIEL GERVAIS, THE TRIPS AGREEMENT: DRAFTING HISTORY AND ANALYSIS 250 (2™ ed. 2003).
“Each member has the right to grant compulsory licenses and the freedom to determine the grounds
upon which such licenses are granted.” WTO Doc. WT/MIN(01)/2, para. 5b. (Nov. 20, 2001).

Brazil -- Measures Affecting Patent Protection, Request for Consultations by the United State,
WT/DS199/1 (Jun. 8, 2000).

Brazil — Measures Affecting Patent Protection, Notification of Mutually Agreed Solution,
WT/DS199/4 (Jul. 19, 2001).

Agreement on Trade-Related Aspects of Intellectual Property Rights, Article 2.

Jake Werksman and Alice Palmer, Local Working Requirement and the TRIPS Agreement: Using
Patent Law as a Means of Ensuring Affordable Access to Essential Medicines, A Case Study from the
US-Brazil Dispute 12 (FIELD paper for Oxfam, Nov. 2001), available at
http://www.field.org.uk/papers/pdf/twrta.pdf. %J%Eiﬁ%ﬁﬁ » WTO TRIPS {2 ™ Fﬁ‘égj Fee 4
R FFFJ,%'EK’/:EI BR[| [Fl A Eﬁf‘# T 5y 78 1 » I 267, 302~303 (2004) -

Paris Convention for the Protection of Industrial Property, Article 5. WIPO Database of Intellectual
Property, http://www.wipo.org.
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% Canada — Patent Protection of Pharmaceutical Products, WT/DS114/R, adopted April 7, 2000, para.
7.90.
© T ?f'%“#’fJ BT (RS ) 2000 B PSRRI VL F o IR Tyl B
TR F% R - F’Sﬁ FREEHI) T ‘FJI #9945, (local working) % " Fﬁ’w‘*‘j Filra Iocal
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gylﬁﬁy ﬂ.T\F‘Jrjj L o [\,Iﬁ;\F‘EJI FFT [%IIEHJE s B £, I/ﬁ:rﬁ{/ g A E o EU
Commission White Paper, Legal Issues Relating to Compulsory Licensing under TRIPs Agreement
(2001).
“The United States continues to view local manufacturing requirements as being inimical to the
principles of free trade and inconsistent with various WTO rules, including the TRIPS Agreement. The
U.S. Government will aggressively engage other countries that impose or maintain such regquirements
and, if appropriate, pursue WTO dispute settlement.” Office of the United States Trade Representative,
United States and Brazl agree to use newly created Consultative Mechanism to promote cooperation
on HIV/AIDS and address WTO patent dispute (Jun 25, 2001).
4L Agreement on Trade-Related Aspects of Intellectual Property Rights, Article 31.
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®  Commission of the European Communities, Proposal for a Regulation of the European Parliament and

of the Council on compulsory licensing of patents relating to the manufacture of pharmaceutical

products for export to countries with public health problems, COM (2004) 737 final, 2004/0258 (COD)
(Brussels, 29.10.2004) (hereinafter “EC Regulation proposal”)

“The applicant shall provide evidence to satisfy the competent authority that he has made efforts to

obtain authorization from the right holder on reasonable commercial terms and conditions and that

such efforts have not been successful within a reasonable period of time.” Id. Article 7, para. 1.

“The determination of a reasonable period of time shall take into account whether the importing WTO

member has declared a situation of national emergency or other circumstances of extreme urgency.” Id.
Article 7, para. 2.

Id. Explanation Memorandum.
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Does Taiwan Comply with TRIPS
Agreement in its Granting of Compulsory

Licenses?
Connie Guang-Hwa Yang™

Abstract

Compulsory licensing is also known as a “specia permit to use” a patent in
Taiwan’s Patent Law. It is one of the important mechanisms to counter the monopoly of
a patent. Taiwan has had such mechanism in place ever since it had Patent Law decades
ago, but there was no such case until recent years. Up to now, the two compulsory
licensing cases were related to Phillip’s CD-R patents and Tamiflu respectively. Both
cases roused a lot of discussion locally and also attracted great international attention.
Because both happened after Taiwan’s accession to the World Trade Organization,
whether Taiwan’s decisions thereof are consistent with the provisions of the Agreement
on Trade-Related Aspects of Intellectual Property Rights (TRIPS) is worthy of study.
This article takes a two-step approach in conducting such study: first, it compares
Article 76 of Taiwan’s Patent Law, which are the provisions applied in the cases, with
the relevant provisions of the TRIPS Agreement; second, it examines the TRIPS-
consistency of the decisions of the cases, which are the outcomes of application of the

said provisions.

In order to do the comparison, this article reviews the development of the relevant
provisions of the TRIPS Agreement and the way Taiwan’s Patent Law adopted them.
After it concludes no material discrepancy between them, it then goes on to analyzes the

issues of the said two cases and finds neither decision violated TRIPS Agreement.

*

Associate Professor of Law, National Chengchi University, Department of International Trade;
LL.M./J.D. Columbia University, School of Law, New York City.



FEFFF B RAARE TRIPSE: 2 8722 o7 33

However, the controversy of both disputes reveaed the need to further refine relevant
provisions of the Patent Law. Therefore, this article suggests the Intellectual Property
Office of Taiwan to revise severa parts of current compulsory licensing legidlation
when it amends the rules to alow export of generic medicine manufactured under
compulsory licensing in response to WTO recent decision. The parts this article
proposes for revision based on the experience of the above two cases include adding
more details for application procedure, specifying the agency determining “national
emergency” in Article 76(1), clarifying the procedure for compulsory licensing based on
national emergency and other non-commercia public use, and allowing the antitrust
agency to grant compulsory licensing directly under Article 76(2) of the Patent Law.
Finally, regarding “prior request of licensing”, which is one of the reasons for
compulsory licensing according to Taiwan’s Patent Law, this article emphasizes the
importance of its compliance with non-discrimination principle embodied in Article
27.1 of TRIPS Agreement taking into account the controversy of “local working”

reguirement.

Key words: Agreement on Trade-Related Aspects of Intellectua Property Rights, Patent
Law, compulsory licensing, local working, national emergency, public non-commercial
use, CD-R, Tamiflu, exports of generic medicine manufactured under compulsory
licensing.



